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vs ) 
, ' APPEAL FROM ORDER DISMISSING 
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) TO AMEND THE COMPLA INT 
COMMISSIONER OF PATENTS ) 


Joseph P.Grady and 


John B. Grady 
appearing for themselves 


Clarence W. Moore Esq. 


_appearing for the defendant 








POINT RAISED BY APPELLANTS ON APPEAL. 


—regarding jurisdiction of the court telow-that defendant caused an extraordin- 


arily perilous situation whereby appelants,by an act of confiscation on the 
part of defendant, suffered the duress of having defendant declere their 
right to secure a patent Finally negatived and denied by the Patent Office 
headed by defendant. -that the only remedy to secure redress for the wrong 
intticted is in equity by way of injunction directing defendant to remove 
obstructi ons against examining their patent application in due form of law 
and that on such state of facts,as set forth in appellants complaint ytie 
court below had jurisdiction to try the suit. 


POINT RAISED BY APPELLEES ON APPEAL. 


Appellee,dehors the facts constituting appellants cause of action,as set 
forth in their complaint,and relying solely as ground for denying the 
court below jurisdiction upon the date of filing of appellants complaint 
contend that the review provisions of 8.8.¥915 relating to appeals from 
the U.S. Patent Office,obligated appellants to file complaint within 66 
days from rendition of an adverse decision by the 3o0ard of Patent Appeals 
of the Patent Office- - that is was more than 60 days from that pertinent 
date of decision that complaint was filede < and that by such Statute of 


Limitations appellants cause of action was barred so that the lower court 
had no jurisdiction. ; 
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TNNEX TO BPTEF AND BRIEF APPENDIX. 


ASANDONMENT--of patent application 
not by patent applicants,page 4, Brief 
effected initially by defendant,page 4,Brief 
AMENDMENTS SOUGHT-- (copy in Brief Appendix,page 8) 
of complaint.page 3,Brief 
denied plaintiffs by lower court,pace €,frief 


ADMINISTRATIVE(FEDERAL) PROCEDURE’ ACI-- : 

pertinency of,pace 6,Brief : 

(copy of pertinent portions in Brief Appendix,p.7) 
ADJUDICATION-- 

not made final at any stage,page 5, Brief 
APPEAL-- 

points on,raised by appellants,page i,8rief 

peint raised by appellee,page |,8rief 

ptayer requested on apreal,Brief page 6 
APPLICATION FOR PATENT-- 

refusal by defendant to adequately examine,Brie f p.2 
CASES CITED--(in forepart of Brief) ! 
COMPLAINT-- 

breakdown of provisions re jurisdiction,Brief p.1 

what it DORS NOT AVER enumerated,Brief page 2 

dismissal by lower court,Brief page 6 

(complaint set forth in Brief Appendox,pages I-5 
CONSTITUTIONAL QUESTIONS-- 

assigned in Appeal Brief,Brief page 2 

denial of due process of law,Brief page 3 
EVIDENCE-- 

offer of,to support jurisdiction,Brief page 7 

(excerpts from Stenotypists transcript, Appendix p.5-6 
ESTOPPEL-- 

raised against defendant,Brief page 4 
FAILURE-- 

of defendant to perform official duty,8rief p.i, Ist.para. 

te consider facts ef complaint re jurisdictien, Brief p.6 
ISSUES ON APPEAL-- : 

narrowed by enumeration of particulars,Brief page 2; 
JBRISDICTIONAL MATTERS-- 

offer of evidence of denied,Brief page 7 © 

dismissal of complaint for alleaed lack,Brief p age 7 


amending complaint in re jurisdiction allowed 


(Addenda to Appendix,opposite Appendi x,page 1 ) 


- LIMITATIONS, STATUTE OF- - tolled by appellants,Brief page 4 


dismissal of complaint pursuant to,Brief page 6 


ORDER OF COURT APPEALED FROM--(Addenda to Appendix, facing p.1 Appendix) 
PATENT OFFICE--faited to perform official duties,Bri et p.} 
(copy of its: first Office Action,Appendix,page 7 

examination required as to novelty,priority, (Addenda to appendix o. 
RELIEF--for irreparable injury-deprivation-confiscati on,p.¥ 
significance of prayer for,in complaint, Brief p.1 
REMEDY--extraordinary sought for extraordinary situation De 
REVISED STATUTE 8$915,--jurisdiction valid desaite,Br ief p.3 


~ SUPREME COURT OF UNITED STATES re remedial frustrat ion,p.3 
STATUTES CITED--re amending complaint as to jurisdi ction 


(Addenda to Appendix:p.3 of Appen 
Federal Admenistrative Procedure act Ginieana teen a 


requiring examination of application as to novelty 
and priority (Addenda to Appendix.facing p.lof latter) 





JURISDICTIONAL STATEMENT 


The jorisdiction ef the ceurt belew te entertain appellants suit in 
equity ts based primarily upen R.S.Sec.629,par.9, declaring that the 
eriginal jurisdiction ef the United States District Courts extends te 

all suits ef lawoer in equity artsing under the patent, cepyright and 
trademark laws ,-which jurtsdictien Is exclusive. If a complaint un mis- 
takeably grounded for relief upen an allegation of uncenstitutiona | 
eppressive action,there being no full,clear and adequate remedy te 

secure redress,and atso alleges irreparable Injury as a result,th en 
such sult in equity ts recognised as a case arising under the patent laws 
of the United States,where it Is sought te secure redress against a public 
official whb Is the head of the U.S. Patent Office. Accordingly the juris- 
diction ef the court below exists because of the provisions of the Fede 
eral Administrative Procedure Act-60 Stat. 287(194%6) 5U. S.C. Aes Append Ix 
Section 1001(194%7) (Brief Appendix,page 7) which distixtly authorizes 

a Federal Court to issue an Injunction against said public officer in 
connection with entering a Declaratory Judgment. The order of dismissal of 
appellants suit was a final judgment,and pursuant to Title 28,Section 1291 
Chap.83,U.S.C.A--the Court of Appeals shall have jurisdictien of appeals 
from all final dectsions of the District Courts of the United State s. 


STATEMENT OF THE CASE 


Appellants originally filed a joint patent application in the Uni ted States 
Patent Office on a Magnetic Motor, complying with all conditions provided by 
the Patent Laws and Patent Office Regulations.. (Brief Appendix,page 1) 

The defendant-the Commissioner of Patents-prematurely,-In a littl e over 

two weeks after said applicatéon was filed,peremptorily closed ex amination 
of this application by rejecting att patent claims without baving made 

the kind of examination of their case expressly authorized by Startute 
after Investigating the novelty,priority and correctness of their inven- 
tion. (Addenda to Brief Appendix opposite page } of Appendix) The P atent 
Examiner who made this rejection requested the patent applicants-t hese 
appellants-to submit a mode! showing that thelr device was operable and 

he rejected all the claims on the ground that their invention was inope- 
erative, without-proving it or explaining why. Applicants in their reply 
protested this premature action but were met by a final rejection of the 
application ,which contained notice in effect that they take an ap peal 
before the Patent Board of Appeals. This they did do,but that Tri buna} 
affirmed the decision of the Patent Office headed by defendant here in. 


Thereupon the joint patent applicants filed their suit In equity in the 
Court below. Then defendant moved that Court to dismiss thelr complaint 
for tack of jurisdiction, averring that their comptaint had been fil ted 
too late(Transcript from ceurt below,page 15}Then appeltents meved for 
permission to amend thelr complaint as to Jurisdictional eaversent s only 
(Brief Appendix,page 8) Defendant then opposed by motion thts mot! on to 
amend, and, if allowed,then that the court dismiss the Complaint for lack 
of jurisdiction(Trancript from court below,page 18) After arguments the 
Court denied the motion to amend and dismissed the complaint. 





APPELLANTS BRIEF ON APPEAL 


. POINT RAISED BY APPELLANTS ON APPEAL. 


—regarding jurisdiction of the court below-that defendant caused an extraordin- 


arily perilous situation whereby appelants,by an act of confiscation on the 
. part of defendant,suffered the duress of having defendant declare their 
right to secure a patent finally negatived and denied by the Patent Office 
headed by defendant. -that the only remedy to secure redress for the wrong 
° inflicted is in equity by way of injunction directing defendant to remove 
obstructi ons against examining their patent application in due form of law 
and that on such state of facts,as set forth in appel lents complaint ,the 


~ court below had jurisdiction to try the suit. 

v POINT RAISED BY APPELLEES ON APPEAL. 

7 Appellee,dehors the facts constituting appellants cause af action,as set 
* forth in their complaint,and relying solely as ground for denying the 

¥ court below jurisdiction upon the date of filing of appellants complaint 


contend that the review provisions of R.S.¥#915 relating to appeals from 
the U.S. Patent Office,obligated appellants to file complaint within 60 
- days from rendition of an adverse decision by the 30ard of Patent Appeals 
of the Patent Office- - that is was more than 60 days from that pertinent 
date of decision that complaint was filed=- - and that by such Statute of 
- Limitations appellants cause of action was barred so that the lower court 
he had no jurisdiction. 


APPELLANTS COHPLAINT SETS FORTH ALL THE SALIENT FACTS WARRANTING THE COURT 
BELOW IN ASSUMING JURISDICTION IN ACCORDANCE WITH THE POINT OF LAW RAISED BY 


APPELLANTS ABOVE. 
& ¢( copy of complaint appears at pages 1-5 in Appendix to Brief ) 


THE COMPLAINT AVERS AS FOLLOWS—- = i-page 1 paragraph 3,lines 11-13: *that their 
patent application was in strict orice & with Patent Laws*;2~lines 18-20 page 1; lines 
2-6, page 2;lines 12-13,.16,18, page 2; lines 32-26, page 2;lines 12-14,page 3;lines 3-22 page 3; 
lines 26-29,page 4; "that against the Constitution and United States statutes and equity 





> enactments, necessary to properly test appellants right to secure a patent; that appellants 
saffered in legal effect lasting irreparable injury as a result of defendant's dgreliction; 
rs limes 20-21,page 1; lines 12-13,page 2;line 19,page 2; lines 34-G6,page 2; lines 15-16, page 3; 
lines 21-23,page 3; lines 23-26,page 4;lines 13-16,page 5;lines 20-S1,page 5; "*®THAT IN LEGAL 
> EFFECT WHAT WAS DONE BEFORE DEFENDANT IN THE PATENT OFFICE AFFORDED INCOMPLETE, PREMATURE, 


NON-FINAL REMEDY AND PROCEEDINGS THAT DID NOT EXHAUST ALL LEGITIMATE PROBING OF THE ESSENT- 
LALS OF APPELLANTS RIGHT TO SECURE A PATENT; ®* -—®THIS BEING DISALLOWED BY DEFENDANT °*; para~ 


3 graph 4,page 1 of the conplaint; lies rfc arial 2;lines 12-13,page 2; lines 10-14,page 3; these 
lines aver ®*that defendant,before bestowing usual examination procedure in re appellants 
i patent application finally rejected their claims for securing a patent;hence no final ad- 


judication made by defendant at the time appellants appealed to the Patent Board of 
Appeals was in order, from the decision of which Board defendant asserts that the Statute of 


» agape started to run;-if the law does not allow judicially a court to issue or cause 
be issuea z patent pursuant to such curtauled gage i assoredly the remedy to 
° od & patent by judicial review is insdequate~in fact illegal and ine fectual.- - 


THE PRAYER FOR RELIEF IS VIRTUALLY ONE CALLING FOR AN INJUNCTION AND DECLARATORY JUDGMENT IF 
PROPERLY STATED: IT CALLS FOR RE-‘ABILITATING THEIR APPLICATION BEFORE THE PRIMARY EXAMINER 
FOR FURTHER PROCEEDINGS LOOKING TOWARDS ISSUANCE OF A PATENT WHICH IS EFFECTED BY EXJOINING THE 


: DEFENDANT MANDATORILY TO ASSUME POWERS WHICH HE NEGLECTED TO EMPLOY: THE PRAYER CALLS ALSO POR 
CANCELLING THE REQUIREMENT FOR FURNISHING A MOSEL BY WAY OF REMOVING THIS OBSTRUCTION AGAINST 


e TAKING PROPER PROCEEDINGS WHICH A DECLARATORY JUDGMENT CAN WELL BRING ABOUT. 


APPELLANT'S COMPLAINT DOES NOT AVER---- 
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APPELLANTS BRIEF DOES NOT AVER - - - - 
t-<TBAT Lexie CY MADE ANY RULING CONCERNING A STATUTORY POINT OF TECHNICAL 
PATENT LAW 


2- = THAT BEFORE FINALLY REJECTING THE PATENT APPLICATION DEFENDANT MADE A NOVELTY SEARCH OR A 
PRIORITY PROBE AS REQUIRED BY LAW 
3= = THAT DEFENDANT TREATED THE PATENT APPLICATION IN REGULAR SANCTIONED MANNER 
4~ - TRAT APPELLANTS PREVENTED DEFENDANT IN ANY WAY FROM PERFORMING THE POWERS COMMITTED TO HIM 
S- — THAT APPELLANTS SEEK TO HAVE THE COURT AWARD THEM A PATENT BEFORE DEFENDANT EXERCISES THE 
POWERS COMMITTED TO HIM BY CONGRESS 
6- - THAT A SITUATION EXISTS WHERE THE TRIAL COURT NEED DO ANYTHING BOT INTERPRET STATUTES 
AND THE CONSTITUTION IN ORDER TO DIRECT THE DEFENDANT TO EXERCISE THE POWERS HE OMITTED 
WHICH TH. LAW IMPOSES UPON HIM IN ANY EVENT 
7- = DOES NOT AVER FACTS SHOWING IT TO BE NECESSARY TO A DECISION OF THE COURT IN TRYING THE 
SUIT IN QUESTION TO PASS UPON THE OPERATIVENESS OF APPELLANTS INVENTION ,+ A QUESTION OF FACT 
JRAS A CONDITION PRECEDENT TO DIRECT DEFSNDANT TO EXERCISE CERT IN POWERS BEFORE FINALLY 
REJECTING APPELLANTS PATENT APPLICATION 


1N VIEW OF THE FOREGOING R.S, 4915 DOES NOT 
defeat the present suit in equity-- 


ie VESEY OF THE FOREGOENG THE SOLE ISSUE OF THE COMPLAINT 
RAISES A QUESTION, ROT PRIMARILY OF PATENT LAW BUT A QUESTION 
OF CORSTETUTION OF THE UNITED STATES 


SIEGAL ¥ UNITED STATES 87 F.Supp,SSS;BOARD OF TAX APPEALS V UNITED STATES 57 F-2-4425 
CROWELL V BENSOS 285 U.S-22;OXLAHOMA V U.S. CIVIL SERVICE COMMISSIONBR330 U.S. 1273 
UNITED STATES V BABCOCK 250 U.S.378;UNITED STATES V MORTON SALT CO. 358 U.S.632; 

MARINO ¥ RAGEN 332 U.S.581; RAILWAY CONDUCTOR V SWAN 329 U.S.S20;MYERS V BETHLEHEM 303 U.S. 
48:0SBORNE ¥ BANK OF UNITED STATES 9 Wheat.822;COHEN V VIRGINIA 6 WHEAT. 269; PUBLIC 
UTILITIES CO.V UNITED FUEL GAS CO. 317 U.S.456;B0CIAL SECURITY CO. V NIEROTKO 327 U.S.358; 


O'DONOGEUE Vv UNITED STATES 289 U.S.16;SORAX CONSOLIDATED CO.V LOS ANGELES 296 U.S.10; LICHTER ‘s 


V UNITED STATES 334 U.8.742; 


THE PRESENT SUIT iS VALID FOR JURISDICTION ASSUMPTION DESPITE 
R.S.4915 AND ITS PROVISIONS RESPECTING APPEALS 


Sor the rezson that appellants as patent applicants have not 
been accorded in the Patent Office an orderly,regular,impartial 
examination of all phases of their patent disclosure fully 
testing the statutory permitted essentials of issuance of a 
patent. the irreparable injury alleged in the complaint stems 
from wnat defendant prp woT po. WHAT KE DID DO WAS TO COMPELL 
BY FRUITLESS APPEAL TO UNDERGO A DELAY OF AT LEAST ONE FULL 
YEAR scrore FURTHER PROCEEDINGS WERE TAKEN RESPECTING APPRIZING 
ANTS OF WHAT THE PATENT BOARD OF APPEALS THOUGHT OF THEIR 


& 
uv 
' 

. 
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invention and application,but all the while the patent applic 
ants were placed in a status blocking examination of their pat- 
ent application,which tied their hands completely. 


NASHVILLE STREET RAILWAY VWALLACE 288 U.S.249;MALIBU V EBY 264 U.S.32; SCRIPPS HOWARD RADIO CO. V 
FEDERAL COMMUNICATIONS COMMISSION S16 U.S. T;YAKUS V UNITED STATES 321 U.S. 414; WALKDER V BONDURZT 
287 U.S. 282;BIDDLE V COMMISSIONER 302 U.S.S73; GONZALEZ V WILLIAMS 192 U.S.1; INTERSTATE COMMERCE 
QOMMSSSION V UNION PACIFIC RAILROAD CO. 222 U.S.S41;UNITED STATES V BABCOCK 250 U.S.378;WILSON V 

MASON 5S U.S.rt;COX V UNITED STATES 157 F-2~-78;MARINO V RAGRN 332 U.S.61; REYNOLDS V UNITED STATES 202 
U.S.443; PUELIC UTILITIES COMMISSION v UNITED FUEL GAS CO. 317 U.S.456; SIEGEL V UNITED STATES 

87 F.Supp.555; BEMENT V GRAND RAPIDS R.R. CO.104 U.S.  64;IN RE KAISLEY 44 F-2-863. 


WEILE APPELLANTS WERE AWAITING TEE OUTCOME OF THEIR APPEAL IN THE PATENT OFFICE THE DEFENDANT DID 
NOT DO WHAT Se SHOULD HAVE DONE,IN LIEU OF FORCING AN APPEAL UPON THE THEN PATENT APPLICANTS. 


DEFENDANT THEN SHOULD EAVE EXAMINED THELK PATENT APPLICATION AS TO NOVELTY ‘AND PRIORITY . FAILING 


TO DO THIS RESULTS IN A DECISIVE DENIAL OF DUE PROCESS OF LAW, AND INVOLVES ‘AN ABUSE OF THE CON- 
STITUTIONAL RRQUISITE OF EQUAL PROTECTION OF THE LAW SINCE ALL OTHER PaTEST APPLICANTS RECEIVE 
SUCE CONSIDERATION FROM TER PATENT OFFICE 


THIS raises the paramoyunr question whether the Supreme Court of the 
UNITED STATES has sancticned such case of judicial frustration 
AS EXISTS when the lower court is denied the eee to 
try and remedy this impasse. 

ESTEP V UN ITé D STATES 327 U.S. 114;AIRCRAFT EQUIPMENT CO. * HIRSCH 331 U.S.415 SOCLAL 
SECURITY BOARD 8 VIEROTKD 327 U.S.3385 OHIO VALLEY WATER CO. BEN AVON BOROUGH 253 U.S.2873PUBLIC 
CLEARING HOUSE ¥V COYNE 154 U.$.497:ST. JOSEPH STOCKYARDS V UNITED STATES 298 U.S.38; LAWRENCE V 
St.louls street r.r.co. 274 U.S.588; FEDERAL TRADE ra aaa V CLARK FURNACE CO. 274 U.S.160; 


PANAMA R.R, CO. V JOHNSON 264 U.S.575;SECURITY TRUST CO. V LEXINGTON 203 U.S.323; NATIONAL 
GAS PIPELINE CO.V SLATTERY 502 U.S.300 


Appellants original complaint requires to be amended in order 
to elite statements tending to obscure the existence of the 
issue raised on appeal. Amendment thereof was petitioned for 
-NOT TO CHANGE ANY FACTS OR THE CAUSE OF ACTION BUT INVOLVING 
ONLY PROCEDURAL MATTERS. (sus copy oF PLAINTIFF S MOTION see LEAVE TO AMEND 


as P.4775 WHALEN v GORDON. 35 F 3053 KAUFMAN V WESTERN ONTON TELCO. 224 F-2~723; 
™ CORP. V ATLANTIC DRY DOCK C0.19 F.-2~4:86; AMERICAN FIRE CASUALITY CO. 341 U.S.6 


The United States Suprane Court sanctions the existence of jurisdiction of a Federal 

court wnich is petitioned by an aggrieved party to issue an injunction against 

an executive agency and officer where 3 conditions coexist :-- | 

t-allegation of itllegal ,unconstitutional oppressive action to be restrained- 

2-there being no full,clear and adequate remedy supplied by statute at the time 
suit 1s flled- : 


3-and where irreparatle injury {s amply set forth 


(rn) 


(6) 


(Cc) 
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CURRAN V HIGGISTON 18 F.Supp.969; YANISH V WIXON 81 F.Supp.499;HURLEY V KINCAID 285 U.S.95;REYNOLDS 
UNITED STATES 202 U.S.443;MAGNETIC HEALING CO. V MCANNULTY 187 U.S.94;UNITED STATES V INTERSTATE 
COMMERCE COMMISSION 357 U.S.426; LATTERHAND V HANSEN 23 App.D.C.372;UTAH FUEL CO. NATICNAL BITUMINOUS 
AIRCRAFT EQUIPMENT CO. V HIRSCH 351 U.S.752;SOCIETY OF SISTERS V PIERCE 296 U.S.248; PHILLIPS v 
COMMISSIONER 285 U.8.580;LANDERS V NORTH AMERICAN CO. 299 U.S.248; 


There ves «nO abandonment by appellants of their invention 
or patent application while it was pending 
in the U.S. Patent office - - - 


The defendant takes the contrary view;in that he is mistaken. 


He makes it the sole ground for dismissal of appellant's suit. 
His contention is that,as a result of this alleged abandonment 
the court below lacked power to entert in jurisdiction of the 


suit. He draws this conclusion from the fact that appellamts 
Tailed to institute this suit within 60 days from adverse de- 
cision of the Patent Board of Appeals,7+a provision noted and 
effect predicated in R.S8. 4915. 


BUT DEFENDANT HIMSELF ABANDONED SAID PATENT APPLICATION AWD 
FORECLOSED APPELLANTS RIGHT TO A PATENT IN HIS OFFICE AS EARLY 
AS 2 WEEKS AFTER SAID APPLICATION FAS FILED IN THE U.S. PATENT 
OFFICE, THAT WAS THE STATUS OF SAID APPLICATI :‘N WHILE THE APPEAL 
WAS PENDING FROM THE PRIMARY EXAMINER TO THE PATENT BOARD OF 
APPEALS,*ACTION TAKEN BY APPELLANTS, UNDER DURESS,TO EXHAUST 
THEIR REMEDY IN THE PATENT OFFICE, EXPECTING TO OBTAIN REDRESS. 


Consequently a status of deprivation oppressive to appellants 
existed during this interval with the identically same effect 
as if the decision of the Hoard of Appeals already had been 
-endered adversely to these appellants. 


The defendant's position is untenable accordine to the following decisions:- 


MONTGOMERY WARD V LANGER 168 F-2-182; AGNEW V BOARD OF FEDERAL RESERVE 153 F-2 785; 
GANDY V MARBLE 122 U.8.432;UNITED STATES V ELLISON ‘74 F-W-664; HUGHES V REED 46 F=2-435; 
BORER V CHAPMAN 119 U.8.587; BUENA VISTA COUNTY V IOWA FALLS CO. 12 U.S.165;IBERVILLE V 
AMERADA 141 F-2-384; SCOTT COUNTY V ADVANCE 288 F.720. 


DEFENDANT’ S ACTION RESULTING IN APPELLANT'S DEPRIVATION WAS REALLY CONFISCATION OF 
appellant's application on his part EFFECTED SO QUICKLY AFTER THE PATENT OFFICE 
RECEIVED THE APPLICATION THAT THE. SUBSTANCE OF THE FOLLOWING DECISIONS CITED IS 


DEFIED-- = TCL EDO R.R. CO. V BROTHERHOOD RAILWAY TRAINMEM! 132 F-2-265; CCLUMBIA 
BORADCASTING SYSTEM V UNITED STATES 316 U.S.407;MYERS V BETHLEHEM SHIPBUILDING CO. 
203 U-8.31; FEDERAL POWER COMMISSION V EDISON CO. 304 U.S. 375;RACHLIN V HORST 175 U-S-1 


* 


a 


PETROLEUM EXPLORATION CO. V PUBLIC SERVICE COMMISSION 304 U.S.209352 Corpus Juris:p. ye;note 6R 


APPELLANTS ‘TOLLED THE STATUTE OF LIMITATIONS - - - - cue court BELOW DID NOT LOSE JURIS- 


DICTION TO TRY THE SUIT AT BAR. BECAUSE A PROCEEDING ONCE ABANDONED PURPOSELY 
CANNOT BE AGAIN ABANDONED. The defendant,having waived prosecutions 


of the required patent examination,I9 ESTOPPED from relying upon 
the statutr of Limitations. 
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REYNOLDS vV_ Needte 77 U.S. App.D.C.53;G.8SON V HUTCHINS 83 P.S6;BRAUN V SAUSRWEIN 10 (Wallace 
218; AVERY V CHASE 101 F.-2-20S5;UNITED STATES V BABCOCK 250 U.8.3783 SCOTT COUNTY V ADVANCE Co. 
288 F.730;SNYDER V BUCK 75 F.Supp.902; AMERICAN JURIGPRUDENCE B.969,S8e¢. 201; | 

GANDY V MARBD ( 122 U.3.4323;120 A.L.R.53; THE POWHATAN 19 F.-2 2009;ALLEN ¥ SMITH 129 U.8.465; 
SANGER V NIGHTINGALE 122 U.S. 122 U.S.76;UNION BANK OF LA.V STAFFORD SS U.8.327; THOMAS V HARLAN 
GLENDALE V COQUET 102 A-L.R.;IN RE KITZINGER Fed. Case Number 7861;HAYSER V ABEOTT 6 Wall.552; 
RACLIN V HORST 178 U.8.1;MACDONALD V UNITED STATES;89 F.-2-128; 


THE DETERMINATION OF THE PATENT BOARD OF APPEALS WAS AND IS NOT A VALIDLY 


FINAL ADJUDICATION,but a premature ,incomplete,and in legal effect,inter- 
locutory decisioh. It affects to dispose of the application as if res ad- 
judicata applies to the ruling rejecting all patent claims of the appel- 
Tant's patent application. The law,however,requires a proper examination 
of the standing of a right to a patent as concerns novelty,priority and 
correctness,before claims can be finally rejected. This was not done by 
the defendant. Redressing this wrong by Injunction requires a judicial 


determinations UNEIT there ts" such final decision appel fants” havecno 


adequate remedy effective to try thelr right to sccure a patent,either 
before the Patent Office or in the court below. The gravamen of avail- 
ability of review zs not:now it is too late to prevent closing of the 
case before the Patent Office,but :it was tee early to close the case 
there in the first place when it was done. ; 


UN ITED STATES V MCLEAN 95 U.S.SS;FIRST NATIONAL BANK V BOARD OF COUNTT COMMSSUONERS 
264 U.S.450;HEARST RADIO V F.C.G. 83 ADD.D.C.@3;UNITED STATES W DAY 11 F-2-962; UNITED 
STATES V WILLIAMS 278 U.S.255;RAILG AY CONDUCTORS V SWAN 329 U.S.520;F.D.C. VW METRO- 
POLITAN EDISON CO. 304 U.S.375;RADIO CO V COE: 122 F.-@-293;ROCHESTER TELEPHONE CO. V 
UNITED STATES 307 U.S.125;1.C.C.V UNION PACIFIC R.B. CO. =x-222 U.. 546;STREET GTADING CO. 
‘ V HAGADORN 186 F 451; WORK v°STATR OF LOUISIANA 269 0-8-2503 APP.D.C» svon patay CO. 
EISEMANN 69 F.Supp.S00. 


- (£\ EXTRAORDINARY REMEDY REQUIRED FOR EXTRAORDINARY SITUATION! 


THE CHARACTER OF APPLICANTS CAUSE OF ACTION »SO FAR AS IT TREROWS LIGST GN 
Tuk QUESTION OF JURISDICTION I8 PRIMARELY DIRECTED TOWARD SEEKING AN EXTRAORDINARY 





mi ADEQUATE REMEDY FOR AN EXTRAGRDINARILY PERILOUS LEGAL MATTER OR SITUATION. THEREFORE 

. THE QUESTION THAT MAY BR DECIDED JUDICIOUSLY IN TRYING THIS SUIT SUCE AS ABANDONMENT 
OF A PATENT APP ICATION PRESUMABLY A PATENT QUESTION: 3S AWCILLARY TO THE 25IT. 

s BECAUSE: TBIS QUFPSTION ARISES DBHORS THE FACTS STATED IW THE 

oa COMPLAINT: IT STATES DEFERDANTSS ERRONEOUS POSITION: WEEREAS A 
CAREFUL CONSIDERATION OF THE APPELLANTS position shows that 

. they adhere studiously to the legal effect of the facts con- 

° etituting their cause of action, 

. RICE V NINNESOTA R.0O0 66 U.S.358;MILLER V WORLITZER CoO. 48 P. Supp. 772: PRILADELPATA RR. CO. 
V BERG 274 F.S34;EMRICH V MCNEIL 126 F.-2-6413 ENTUCKY BROADCASTING CO. V: FEDERAL 

-_ a2 MUNICATIONS SYSTEM 84 7.$."pp.$.3.3833ST.JOSEPH SROCKYARDS CO. V UNITRD STATES 298 0.8.52; 
cox Vv UNITSD STA 157 B.-2~783 KENTUCZY V DEBNISGN 24 HowRU.S.)66;SHIELQS V UNITED STATES 

. 30S U.S.305;SIEGEL V UNITED STATES 87 F.; 2-585; NOBLE. V UNUON RIVER LOGGUNG CO. 147 U.S.165; 
PETROLEUM EXPLORATION CO. V PUBLIC SERVICE COMMISSION 304 U.S.209; CHERRY BURRELL CO. ¥V COE 

‘ 145 5,-2-372; RDER OF RAULWAY CONDUCTORS V SWAN S29 U.S, 520 





/AILABLE 


(f) 
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PERTINENCY OF THE FEDERAL ADMINISTRATIVE PROCEOURE ACT 


The fact that appellants allege irreparable injury,unconstitutional void 
action on part of the defendant's acts of omission and commission,end as to 
appeilants, inadequacy of any statutory remedy ,they are warranted in in- 
sisting that their suit is one to which may be applied the provisions of 

28 U.S.C.A.-SECT.133637 U.S.C.A..-SECT.40I- which is the Federal Adninis- 
trative Procedure Act. authorizing the lower court to review the, non-final 
decision of the agency over which presides the defendant;and to issue an 
injunction ,as well as to enter a declaratory judgment. 


MCALISTER V UNITED STATES 41 U.S.174; COLUMBIA SYSTEM V UNITED STATES 316 U.S.407; 
ee ie CO. V BOAD 247 U.S.282;DORSEY V KINGSLAND 173 F.-2-405; WONG JOY SUNG V MCGRATH 230 


oe COPY OF PART OF FEDERAL ADMINISTRATIVE PROCEDURE ACT,page 7, APPENDIX TO 
IN CONCLUSION APPELLANTS PRAY: -=- ( BRIEF 


(l--that Your Honors reverse the decision of the lower court 
and authorise it to assume jurisdictiion to try appellant's 
cause of action 

(2- - that Your Honors remand the case back to the lower cour t 


and order it to allow appellants to amend their complaint 
so as to state that their suit afises under power of Federal 


~ 


te 


- 


. 


Courts to try questions of constitutional law and /or arises 
under provisgons of the Federal Administrative Procedure Act 


Resme -summary of the foregoing presentation in support 
of jurisdiction existence in the lower court 


in the light of the Points raised by Appellants 
on Appeai 
Re Point t- - that the lower court erred in failing to examine the question of 


its jurisdiction in the light of the primary facts and vital 
question raised by plaintiff's complaint- 


- - the vital facts are fully set forth ow PAGE 1 OF THIS BRIEF IN 


<a 


eo 


=< 


~ 


a 


< 


PARAGRAPH I thereof. These facts emphasize 3 conditions -as r egard 
eppressive, unconstitutional action;as regerds incomplete,inad equa 
remedy;and as regards irreparable injury.The legal affect of these 
3 conditions iz set forth in the last persgraph of pege 3 of this 


briefand decisions cited. 


REPoint 2- - that the lower court erred in dismissing the coaplaint on the 
ground that it was barred by a Statute of Limitations. 


- - see the last two paragraphs of page 2: of this Brief. 


RE Point 2- - that the lower court erred in denying plaintiffs the right to 
amend their complaint on that theory that ,for the relief the re- 


a 


+4 


by 


» 
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lief sought ,they mistook the form of action instituted therefor. 
SRE NEXT TO THE LAST PARAGRAPH ON PAGE 3 OF THIS BRIEF. | 
RE POINT 4- - that. the lower court erred in overruling plaintiffs offer to 


show a germane situation pertinent to the inquiry of juris- 
diction on defendant's theory that it was an attempt to try 
the merits of thi& action. 


THIS IS POINT RAISED ORIGINALLY IN THE COMPLAINT ,PAGE 1 
paragraph 4,lines 3-6 - + :-the Primary Examiner ,took 
applicants case out of the legitimate order of examination 
according to the relative dates of filing thereof for the pur - 
pose of peremptorily expediting rejection of the claims of the 


said application. . - + rhis refers to the first office letter 


forwarded by the defendant,as head of the Patent Office to 
appellants dated August 13th,1954,respecting their patent 
application filed July,27th,1954<-thua this Office letter was 
mailed within two weeka and 3 days after said patent applic- 
ation was filed.SEE PAGE 7 OF THE APPENDIX TO APPELLANT'S BRIE F 
»where a copy of this letter is set forth at top of the page. 


ALL THE PATENT CLAIMS WERE REJECTED IN THIS FIRST PATENT OFFIC E 
LETTER. 


THIS 1S PLAINLY AN ABANDONMENT BY DEFENDANT OF CONS{DERATION OF 
APPELLANTS PATENT APPLICATION PENDING BEFORE DEFENDANT. 


This particular point was raised by appellants in the lower co urt 
in argument anent jurisdiction. See ,in APPENDIX TO THIS BRIE F 
pages 5-6-Copy of a portian of the certified record of the 
official court reporter. 


AS TO THE LEGAL EFFECT OF THIS ABANDONHENT BY as DEFENDANT 
SEE PAGE 4 OF THIS BRIEF,paragraphs 1 and 2,last paragraph,pa ge 4. 


THE ENTIRE UWATTER OF JURISDICTION OF THE COURT 
BELOW HINGES UPON THIS DELIBERATELY HASTY DISPO SIT- 
ion of appellants patent application BY DEFENDANT 
WHO ELECTED TO ABANDON 1T IRRESPECTIVE OF THE 
INTENTION OR ACTION OF THESE APPELLANTS. THE LETTER 
OFFERED IN EVIDENCE BY APPELLANTS ‘PROVES THAIS 
INTENTIONAL ABANDONMENT. | 


RE POINTS - - that the lower court erred in denying the plaintiffs the 


the relief they are entitled to by the facts of their 
complaint by adjudicating that it had no jurisdict ion 
over the person and subject-matter of the complaint. 


It is submitted that such action is manifestly illegal and inw alid. 
R.S. Section 4915 is shown not to apply either to the cause of action set 
forth in the complaint ,nor to the relief asked for therein. SEE PAGE 2 of the 
APPELLANTS BRIEF AA - - APPELLANTS BRIEF (nor the complaint )AVER- - li sting 
features entirely missing in any assumption that the suit at bar is ane that 
can only be reviewed exclusively by the lower court under R.S. 4915. 





ORDER OF THE 
UNITED STATES DISTRICT COURT 


er) FOR THE DISTRICT OF COLUMBIA BRIEF APPENDIX 


APPEAL D @eeaneaaneee eeeceeseen 
BY FRaM Joseph P.Grady 


yohn 8.Grady 
CIVIL ACTION 


Plaintiffs 
vs 


Robert C. watson 
Commissioner of Patents 


Defendant 


8 0 8 oe 40 48 eee8 wove 


ORDER 


This case came on to be heard at this term on 
a motion to dismiss brought by the defendant ,Robert 
C. Watson,Commissioner of Patents,and a motion for 
leave to amend the complaint brought by the plaintiffs, 
Joseph P.Grady and John B.Grady, and upon considera- 
tion thereof it is this day of January,L958 
ORDERED that tie said motion to dismiss be and it 
is hereby granted and that the complaint be and it is 
hereby dismissed,and further 


ORDERED that the motion for leave to amend the 
complaint be and it is hereby denied 


PROVISIONS OF STATUTES RESPECTING 
EXAMINATION OF APPLICATUONS FOR PATENTS 
Title 35 U.S.C. A,PATENTS. Public Law.593;82nd Congress, 2nd Session, (pp t.9D 


SECTION 101 (a) An invention is not new if it was known or used by others 


in this country or patented or described in a printud publication in this 
or a foreign country. 


SECTION 103. Patentability shall not be negatived by the manner in which 
the invention was made. 


SECTION 131. THE COMMISSIONER SHALL CAUSE AN EXMINATION TO BE MADE OF THE 
APPLICATION AND THE ALLEGED NEW INVENTION, AND IF SN SUCH EXAMINATION IT 
APPEARS, THAT THE APPLICANT 1S ENTITLED TO A PATENT UNDER THE LAW THE 
COMMISSIONER SHALL ISSUE A PATENT. 


AMENDMENTS TO COMPLAINT IN RE JURISDICTIONAL MATTERS 


Title 28 U.S.C.A- Sec. 1653. Defective allegations of juris- 
diction may be amenc. upon terms.June 25,19%8.C.646=6 2 
Stat .944 
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The original cause of action filed by the plaintiffs bejow:- - 


-=-=- (page I)-- ory  azzoo-s7 
-1- 
THIS IS AN ACTION WHICH ARISES UNDBR REVISED STATUTES, SECTION 4915 


(U.S.C.A, TITLE 30; SEC.65.). NO APPEAL EAS BEEN TAKEN 10 THE UNITED STATES 
COURT OF CUSTOMS AND PATENT APPEALS. 


-2- 


TRE PLAINTIFFS ARE RESIDENTS OF FALLS CHURCH ,[N THE STATE OF VIRGINIA 
AND THIS ACTION AGAINST THE DEFENDANTS, BY OPERATION GF LAW, FOR THE 
PURPOSE OF JURISDICTION, CAN ONLY BE INSTITUTED IN WASHINGTON, THE 
DISTRICT OF COLUMBIA IN THIS HONORABLE COURT. 


-3- 


@ JULY 27TH THE PLAINTIFFS HEREIN JOINTLY FILED AN APPLICATION FOR 
A PATENT BEFORE THE UNITED STATES PATENT OFFICE TO SECURE A PATENT ON AN » 
INVENTION OF POWER GENERATOR WHICH THEY ENTITLED MAGNETIC MOTORW HICH : 

APPLICATION WAS GIVEN SERIAL NUMBER 446,054. SAID APPLICATION WAS 
MADE IN STRICT CONFORMITY WITH THE LAWS OF THE UNITED STATES AND OF THE 
RULES OF PRACTICE PROMULGATED BY THE UNITED STATES PATENT OFFICE. 


-4- 


Denying the said patent applicants the equal protection,agreeably to 
the constitution of the United States and laws enacted by congress, 
the defendant, acting through the primary examiner, tbok applicants case 
out of the legitimate order of examination according to the relative 
gates of filing thereof for the purpose of peremptorily expediting re- 
jection of the claims of said application, contrary to the purpose and 
effect of the patent Laws in such cases made and provided and to the 
lasting prejudice and loss of the plaintiffs herein 


-5- 


The rejection of the claims of the said application, claims set forth ) " 
Claim that plaintiftys invention of Magnetic Motor was inoperative 
whereupon defendant omitted and refused to bestow the usual examination 
procedure in accordance with the existing tenets of patent law upon said 
patent application of these plaintiffs; and the defendant refused to make 

a search of the prior art or to ascertain the novelty of the invention 

set forth therein. Fafling to convince plaintiffs of tle 

necessity,by operation of lav; or concerning the validity of the requirenent 
made by defendant that they furnish a mdel for inspection of the 
Primary Examiner, for the purpose of ascertaining its working » defendant 
finally rejected all claims of the said patent application 


-6=- 


Thereupon plaintiffs laboring under the duress of premature rejection and 
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hasty disposition of their application before the Primary Examiner took 
ex appeal before the Board of Patent appeals of tre united States 

Patent Office;on May 23rd 19S7 the Board affirmed the decision of the 
Primary Examiner, shich action closed the case of these plaintiffs before 
the Patent Office and foreclosed all right on their part to obtain re- 
adress for the wrongs inflicted upon them before that department of the 
United States Government, to the manifest hurt and loss of plaintiffs. 


. a 


Before the Board of Patent appeals affirmed the decision of the primary 
Examiner, plaintiffs,having connections in France, ftled a patent application 
in France to secure there a patent on the identically same invention and 
disclosure set forth in their aforementioned application brfore the 
United States Patent Office,\vhich resulted in grant of a French Patent 
t plaintiffs,after examination of their application for patent there. 
PlaintiffyYallege t*!t both the United States Patent office headed 

by defendant herein,and the French Bureau of Patents in France bestowed 
the same kind of examination,without going into the matter of ascertain-— 
ing the novelty of their invention and claims, incidental to applying 

the law in such cases enacted respectively in the United States and in 


France;but the result of such examination,after the nature and function 
of plaintiffs invention had been ascertained was,in the case of this 


defendant a flat rejection of all patent claims on the pending 
application of the plaintiffs before the Primary Examiner and destruction 


of their right to secure a patent on their meritorious device,and in) __ Lage2 


the case of the patent Bureau of France the result was granting of 

a@ patent on said Magnetic Motor for a period of 20 years. In 

both cases the same drawings and specifications ,one in English and the 

other in French served as a basis of adjudicating the facts respecting 
the right of plaintiffs to secure a patent, Whereas the patent authori-~ 
ties in France made no requirement for submission by plaintiffs of a model 

as 2 condition precedent to proceeding further with the application 

before it to dispose thereof in de course of law the defendant did 

make such requirement, knowtng that it did not make the same require- 
ment concerning other epplicants,-knowing further that the 

basic law of the land did not countenance such practice,and knowing also 
that in doing so it expected to defeat the right of plaintiff te secure 
a patent by denying them the usual steps of procedure applicable alike to 
all applicants before the Patent Office. 


-e- 


Not only dia the defendant persist in unnecessarily burdening these 
plaintiffs in the matter of rquiring illegally that they furnish a model 
as aforesaid,or suffer loss ef their right to re ceive a patent on their 
invention, but he refused ,at their request extension of the needec 

time for this purpose;and further defendant after being apprized of the 
affirmation by the Board of Appeals of the decision of the primary Ex- 


f 


APPENDIX TO APPELLANTS BRIEF-PAGE THREE 


aniner ,took the position ant advised plaintiffs that their application 
had been sdanconed, notwithstanding the fact that their said application 
Was stili perding for the purpose of ,before the primary Examiner 
applying tc the Federal courts for redress in their suit and petition 

to sere the patent on their invention. Plaintiffs allege that they 
nelther abanconed ,nor itended to abandon thelr invention or their 
pending patert application aforesaid. 


-9.=- 


Plaintiffs allege that due process of law and equal protection was 
denied them by defendant th the course of examination of 

their applicaticn to sccure a patent in that what was done as herein- 
vefore set forth was al arditrary, improper, illegal, invalid and prezawre 
action on part of the deferdant,who should have issued a patent to the 
plaintiffs ard left it to the courts to pass upon its validity ,once it 
is found that their invention {s not enticlpated dy prior art. guch 
course of action is virtually that wnich practically all Patent 


_ Page 


Grant pleintiff a patent on their Magnetic Motor. Such Bureaus so 
proceeding ,have all mede provision ,as has the United States Government 
for any issued patent te be attacked in proser Tribunals for the purpose 

of deing investiga.ecd Mully.es facts litigated primarily before the 

Burean in the first instance ,as well as facts prodDed in court of pattic- | 
War pertinency to issues raised,which were not litigated before such 5ureau,- 
the objective of szit being to have the patent declared invalid. The 
hardsbip which defendant has elected to impese upon plaintiffs which 

they odjected to sad protested,could have been avoided by defendant 

in ezercise of a wise ciscretion, Instead defendant contended on a 

single ismme of imcperativeness of pleintiffys power generation 

device that they dic net establish the workability of said invention 


QNDWERE NOF THERESOSE ENTITLED TO RECEIVE A PATENT THEREON. 


~10- 


Against this contention of defendant, plaintiffs urged before the primary 
Examiner and before the Board of Patent Appeals, in effect, that their 
disclosure in thelr application of the Magnetic Motor Invention was 


comsohant with the constitutional provision that their elaboration 
promote science and the useful arts; that the same disclosure of the 
details of their invention was full,clear,concise and accurate; trae 

they were proceeding with diligence against difficultLes to dDuild a model 
irrespective of the premises appertaining to aefendant!s hindering 
tactics, out chat they needed ample time and financtal dvackizngs, plaintiffs 
alse contended that unless their application remained pending during 

@ Teasonable period of model construction , venture capital they needed 
could not be odtained, rhich condition actually developed when certain 


parties appreached for this purpose decame apprized of the peremptory 
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REFUSAL OF THE DEFENDANT TO ISSUE A PATENT 70 PLAINTIFFS, REFUSAL 
TO KEEP THEIR APPLICATION ALIVE FOR FURTHER PROSECUTION »AND ACTION 
TAKEN TO DISCOURAGE PLAINTIFFS IN PROCEEDING FURTHER IN PERFECTING 
THEIR RIGHT TO SECURE A PATENT. 


PLAINTIFFS ALLEGED BEFORE DEFENDANT, THE BOARD OF PATENT APPEALS AND 
HEREIN ASSERT THAT THEIR INVENTION OF MAGNETIC MOTOR AS SET FORTH 
IN THEIR PENDING APPLICATION WAS AND IS UNOBVIOUS, PRODUCING 
A RESULT NOT EXPECTED, AS VISUALIZED BY THEM AND AS DESCRIBED AND 
_SKETCHED BY THEM FOR CONSIDERATION BY THE DEFENDANT: THEY FURTHER __ page ef 
SET FORTH THAT THEY DISAGREE WITH DEFENDANT IN ALL PARTICULARS 
TOUCHING WORKABILITY AND OPERATIVENESS OF THEIR MAGNETIC MOTOR IN 
THAT THE SAME IS CONSIDERED BY ELECTRICAL EXPERTS FAMILIAR WITH THE 
ART OF MAGNETIC FUNCTIONS AND CONSTRUCTION , WHO HAVE EXAMINED THEIR 
PENDING PATENT EXAMINATION ,T0 BE SOUND AND WORKABLE AND PRACTICABLE 
WITH OR WITHOUT KINK-REMOVING IMPROVEMENTS: PLAINTIFFS ALLEGE THAT 
THEIR INVENTION CAN BE SUCCESSFULLY CONSTRUCTED AND ITS PURPOSE 
CARRIED OUT: THAT TRE PRINCIPLE UNDERLYING ITS CONSTRUCTION AND 
FUNCTIONING DOES NOT RON COUNTER TO ANY NATURAL PHYSICAL LAY,NOR 
INVOLVES PRODUCING A PERPETUAL MOTION MACHINE OR THE LIKE: FOR ALL 
OF WHICH MERITS THEY ARE ENTITLED TO ISSUANCE OF A PATENT SO THAT 
IN PROCEEDING FURTHER TO EXPLOIT THE SAID DEVICE , AND IN MAKING DIS~ 
CLOSURES OF SAME TO ACCOMPLISH THIS END THEY MAY NOT COME UNDER THE 
status OF MAKING THEIR INVENTION PUBLIC property 4ND LOSE ALL BENEFIT 
WOUCHSAFED UNTO THEM BY THE CONSTITUTION AND PATENT LAWS OF THE 
UNITDD STATES AND OF ALL OTHER COUNTRIES HAVING PATENT SYSTEMS. 


“12> 


PLAINTIFFS ALLEGE THAT DEFENDANT AND THE BOARD OF PATENT APPEALS ERRED 
IN REGARDS TO Di CUSSING TECHNICAL REASONS FOR SUPPORTING THE 

CONTENTION OF DEFEND.NT AS HEREINBEFORE SET FORTH BEFORE SAID BOARD 
UNDER CIRCUMSTANCES SHOWING THAT THESE TECHNICAL REASONS FOR HOLDING 
PLAINTIFFS INVENTION TO BE NON-WORKABLE WERE NOT MATTER CONSIDERED 
BEFORE THE PRIMARY EXAMINER, INASMUCH AS THE LATTER DID NOT APPRIZE 
APPLICANTS, - THESE PLAINTIFFS THERECONCERNING, BOT MERELY ASSERTED 

THE ISSUE WITHOUT POINTING OUT THE GROUNDS THEREFOR. THEY FURTHER 

ALLEGS ‘PEAT THE DEFENDANT ERRED IN IGNORING INVENTABILITY, SIDETRACKING 
NOVELTY, RESTRICTING APPRAISAL OF THEIR CLAIMS BY ONLY CONSIDERING MATTERS 
OF VALIDITY CONCERNING A PATENT NOT UN EXISTENCE, -ERRED IN SUBSTITUTING 
A GUESS OF INOPERATIVENRSS IN LIUE OF CONCRETE RESEARCH KNOWLEDGE 
VAIALABLE IN THE PREMISES,-ERRED IN RENDERING ABORTIVE AND FUTILE 
PLAINTIFFS RIGHTS TO SECURE A PATENT IN EACH OF SEVERAL FOREIGN LANDS 
THEY WERE INTERESTED IN; ERRED IN BESTOWING PARTIAL, HASTY, ARBITRARY 
PEREMPTORY CONSIDERATION OF THEIR PATENT CLAINS,-ERRED IN FORMALLY 
INTIMATING AFTER AFFIRMATION OF DEFENDANT'S DECISION, TO THESE 

PLAINTIFFS THAT THEIR APPLICATION WAS ABANDONED AND CLOSED FOREVER 
BEFORE THE U.S. PATENT OFBICE-ALL OF WHICH ERRORS, ACTS OF COMMISSION 

AND OMISSION ON DEFENDANT! S PART CONSTITUTE FLAGRANT_ ABUSE BOTH _ _pases| 
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judgment and discretion in administering the Patent Laws and disregard 
of the purposes and scope and plausable interpretation of the Patent 
LAWS OF THE UNITED STATES, WELL CALCULATED TO DEFEAT PLAINTIFFS 
RIGHTS AND BEST INTERESTS IN AND TO THEIR INVENTION, AS WELL AS TO 

DEPRIVE THE PUBLIC AND AMERICAN ECONOMY OF THE DEVELOPMENT OF A NEW 

INDUSTRY ABLE TO CHEAPEN MOTIVE POWER COSTS. 


WHEREFORE PLAINTIFFS DEMAND JUDGENT DIRECTING THE DEFENDANT 
THE COMMISSIONER OF PATENTS TO ISSUE A PATENT TO PLAINTIFFS IN- 
CLUDING THE REJECTED CLAIMS, AND TO REHABILITATE THEIR PATRNT APPLICAT- 
ION BEFORE THE PRIMARY EXAMINER FOR FURTHER PROCEDDINGS LOOKING TOWARDS 
THIS END, AND THAT DEFENDANT CANCEL THE REQUIREMENT RESPECTING SUBMISSION 


TO IT BY PLAINTIPFS OF A WORKING MODEL OF THEIR INVENTION WITHIN 
ANY TIME LIMIT WHATSOEVER. AND THEY PRAY FOR SUCH ADDITIONAL OR 


FORTHER RELIEF AS MAY BE IN ORDER OR REQUIRED. 


Dated September 10th, 1957 Signed william E. Baff 
Attorney for Plaintiffs 


COPY OF A PORTION OF THE CERTIFIED RECORD 
OF OFFICIAL COURT REPORTER | 


Proceedings before Judge F.Dickinson Letts 


Wednesday January 22,1958 CIVIL ACTION No. 
2308-1968 
THE ABOVE-ENTITLED CAUSE CAME ON TO BE HEARD . 
before HONORABLE F. DICKINSON LET?S, UKITED APPEARANCES- 
STATES DISTRICT JUDGE AT 11.30 e'clock a.n. William'E.Baff for plain tiffs 


Clarence W.Moore Solicit or 


of U.S. Patent Office 
AMONG THE PROCEEDINGS - - - ! 


MR. BAFF: -MAY IT PLEASE THE COURT, THE PRESENT CASE IS NOT ONE THAT CAN BE DISPOSED OF WITHIN THE 


S6O-DAY RULE THAT MY COLLEAGUE JUST NOW BROUGHT TO YOUR ATTENTION. THE SPECIAL’ FACTS 
OF THIS COMPLAINT ASSERT THAT WE ARE ENTITLED TO AN EXTRAORDINARY REMEDY, AND I SUBMIT THAT 


THE PROVISION DOES NOT CALL, DOES NOT REACH IT IS NOT WITHIN THE POWER OF ANY TRIBUNAL OF 

THE PATENT OFFICS , WHETHER THE COMMISSUONER OF THE PATENT OFFICE ,OR WHETHER IT IS THE BOARD OF 
PATENT APPEALS ,TO DETERMINE THE EXISTENCE OF FACTS THAT WOULD JUSTIFY THE COURT BY ASSUMING 
JURISDICTION TO ISSUE A WRIT. 


NOW THE PURPOSE OF THE AMENDMENT IS TO BRING THAT FACT OUT CLEARER, THERE IS NO INTENT TD 
CHANGE THE FACTS, YOUR HONOR. THE PURPOSE OF THE AMENDMENT IS TO BRING IT UNDER THE PROVISION 
OF THE FEDERAL AIMINISTRATIVE PROCEDURE ACT, AND, UNDER SECTION (B),IT DISTINCTLY STATES ‘THAT 
“THE COURT-——WELL, KE ARE NOT CONSIDERING THE AMENDMENT NOW. 

MR. BAFF—YES, I AM TALKING ON THE AMENIMENT;I MEAN THE NECESSITY FOR AMENDING | 

--THE COURT—-Oh yes,-well,I thought we agreed that the motion to dismiss should be heard first. 
MR BAFF-IT WAS, 5UT AS AME NDED ‘THE COURT WOULD HAVE JURISDICTION, AND THIS IS AN ATIEMPT To 
ATTACK THE JURISDICTION OF THE COURT. SR SRR SRST ERNE. tem ESN ie CA 
STATES A SUFFICIENT NUMBER OF FACTS TO GIVE THE COURT - - - 
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“THE COURT--THAT IS THE REASON I ASKED YOU A FEW MINUTES AGO IF WE SHOULD HEAR YOUR MOTION FIRST 


MR. BAFF“WELL, I SAID I AGREED TO THE FACTS THAT EVEN AS AMENDED IT IS THE CONTENTION OF THE LE- ” 
FENDANT THAT IT DOES NOT CONFER JURISDICTION I HAVE A RIGHT, I SUBMIT, 10 PRESENT ANY ~ 
POINTS DN FAVOR OF JURISDICTION UNDER ANY RULING OF THE COURT, BECAUSE IT IS BASED ON THE FACTS IN 

THE COMPLAINT, AND, PRIMARILY, YOUR HONOR IS GOING TO RULE WHETHER THE FACTS IN THE COMPLAINT © 


CONFER JURISDICTION. 
~~THE COURT--ALL RIGHT GO AHRAD NOW. 


MR, BAFF=YES. IT IS SET FORTH IN THIS COMPLAINT THAT THE COMMISSIONER OF PATENTS REFUSED THE PATENT - 
TO THE PLAINTIFFS ON THE GROUND THAT HIS INVENTION AS SET FORTH IN THEIR APPLICATION WAS INOP- * 
ERATIVE. 

NOW THE DEFENDANT, IN ONE OF HIS ARGUMENTS FILED IN COURT WITH POINS AND AUTHORITIES, POINTS OUT ° 
THAT, AS A RESULT OF NOT TAKING ACTION WITHIN SIXTY DAYS FROM THE TIME THAT THE: COURT OF PATENT ¥ 


APPEALS RENDERED ITS DECISION, THE CASE BECAME ABANDONED BEFORE THE PATENT OFFICE; IN OTHER WORDS 

THE CASE IS CLOSED, AND OTHER PROCEEDINGS CANNOT BE TAKEN. 

YOUR HONOR, THIS PATENT APPLICATION WAS ABANDONED BY THE COMMISSIONER OF PATENTS WITHIN TW ¥ 
WEEKS AFTER THE APPLICATION WAS FILED. I WANT PERMISSION , IF I MAY FIRST, TO IDENTIFY AND THEN 10 

FILE ON THE RECORD, BEFORE DECISION IS MADE ON THE JURISDICTION, AND TO MAKE THE RECORD COMPLETE , 


THEREAFTER- ~ I WANT TO FILE A COPY OF THE FIRST ACTION TAKEN BY THE PATENT OFFICE. a 
“MR. MOORE—-I OBJECT TO YOUR CONSIDERATION OF THIS PAPER, YOUR HONOR. WE ARE NOT ARGUING THE 1 
MERITS OF THIS CASE. = 
MRBAFFe I ---~- 


—THE COURT—NO, WE HAVE TO GO JUST UPON THE PLEADINDS. 

MR. BAFF-YES. WS ARE ALLEGING FACTS IN THIS COMPLAINT THA? DID NOT COME TO THE ATTENTION OF THE 
PLAINTIFFS EXCEPT ON THE TENTH DAY OF SEPTEMBER, 1957,TWO DAYS AFTER WHICH ALL THE FACTS WERE 
COMPLETE TO BRING THIX CASE-SO THE CABE WAS BROUGHT.NOW THE FACTSWE ARE RELYING ON,SOME OF THE 
FACTS COULD NOT UNDER ANY CIRCUMSTANCES HAVE BEEN BROUGHT TO THE ATTENTION OF THR COMMISSION ER 
OF PATENTS WHO ORIGINALLY EXAMINED THE CASE, AND COULD NOT COME ON APPEAL BEFORE THE BOARD OF P ATENT 
APPEALS. 

I SUBMIT WE HAVE A RIGHT TO BASE OUR ACTION ON ALL THE FACTS IN THE CASE. THE TOTAL DISCLOSUR E 
OF THE COMPLAINT IS THE IMPORTANT THING. , YOUR HONOR, AND THAT IS EXACTLY WHAT IS INVOLVED,U NLESS 
THIS COURT, IN ASSUMING JURISDICTION UNDER THE FEDERAL ADMINISTRATIVE PROCEDURE ACT, SECTION (B) 
UNDER THIS ADMINISTRATIVE PROCEDURE Al == 


—~THE COURT—-NOW THAT IS NOT A PART OF THIS. 
MR.BAFF=YES IT DOES. THAT AIMINISTRATIVE PROCEDURE ACT, SECTIIN(B) Says - - - 


——~THR COURT—-I KNOW, BUT WHERE DO I FIND THAT IN THE RECORD 
MR.BAFF-I DID NOT GET YOUR HONOR. 
—-THR COURT--WHERE IS THAL IN THE COMPLAINT 7 


MR, BAFF-IT IS IN THE AMENDED COMPLAINT YOUR HONOR. 

—-THE COURT=“-NO, THERE IS NO AMENDED COMPLAINT. rN 
MR, .BAFF~ IN THE AMENDED COMPLAINT, YES. I WOULD LIKE TO READ IT. 

—THE COURT--NO. THERE ISN'T ANY. THERE IS NOT ANY BECAUSE YOU AGREED TO HEAR THIS OTHER 
MOTION FIRST,SO I DO NOT KNOW ANYTHING ABOUT THAT; THERE ISN'T ANY AMENIMENT,. « 
MB. BAFF-WELL YOU ALLOWED ME TO PROCEED ON THE STRENGTH OF WHAT I AM ENDEAVORING TO AMEND. 
—THE COURT—OH NO. NO,I ASKED YOU IF YOU WANTED TO PROCEED THAT WAY FIRST, AND YOU SAID 
NO, WE WOULD PROCEED ON THE MOTION FIRST. TO DI&{ISS. + 
MR. BAFF-ON THE GROUND THAT EVEN AS AMENDED HE WANTS TO SUBMIT THAT THE COURT HAS NO JURIS DICTION. 











THE COURT—WELL, THAT WOULD BE SOMETHING TO CONSIDER IF IT IS AMENDED. WELL LET'S DO ONE T HING OR 
THE OTHER. LETS TALK ABOUT YOUR MOTION TO AMEND FIRST OR LET’S TALK ABOUT - — » 
MR. BAFF-ALL RIGHT- MY MOTION TO AMEND, YOUR HONOR 
——THE COURT-“WHICH DO YOU WANT TO PROCBED WITH FIRST ? 


MR. BAFF-I WILL PROCEED FIRST ON THE MOTION TO AMEND. 
“THE COURT—ALL RIGHT. IS THAT AGREEABLE? MR.MOORE- MR.MOORE-YES YOUR HONOR 
-,THE COURT-~ALL RIGHT. 
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COPY OF THE FIRST OFFICE LETTER OF THE PATENT OFFICE 


(pertinent after receipt of plaintiff's patent application 
part) (REFERRED TO ,line 18,page 6,ADpellants 
APPENDIX TO THEIR BRIEF ). 


DEPARTMENT OF COMMERCE 


JOSEPH P GRADY IMPROVEMENTS IN FILED JULY 27, 1954 
JOHN B GRADY MAGNETIC MOTORS SERIAL NUMBER 4 46,054 
- - - MAILED AUGUST 13th, 1954- - 


THE CLAIMS IN THE CASE ARE 1 to 20. 

THE CLAIMS ARE ALL REJECTED AS DRAWN TO APPARATUS WHICH rs INOPERATIVE. 
MAGNETIC MOTORS OF THE TYPE DISCLOSED HAVE BEEN INVENTED FOR MANY YEARS, BUT TO 
DATE NO INVENTOR HAS BEEN ABLE TO HAKE HIS MAGNETIC MOTOR, RUN. 

IT MAY BE SHOWN THAT SUCH MOTORS ARE BASICALLY INOPERATIVE BUT APPLICANTS MAY 
ARGUE THAT THEIR MACHINE AVOIDS THE BASIC DEFECT IN SUCH MACHINES. THI S MAY 
LEAD TO A CONTROVERSY OF WORDS WITHOUT ANY DETERMINATION OF THE QUESTI ON OF 
INOPERATIVRNESS. IT IS DEEMED TO BE MORE CONCLUSIVE THEREFIRE AND MORE SAVING 
OF TIME TO REQUIRE A PHYSICAL DEMONSTRATION OF INOPERATIVENESS. 


*eettsese_ztseetsst#se#e#e+ts##s# #e*ees* * #2#*# © #®& &€& @ *e & & ee e*eeseeese see 8 


THE CLAIMS ARE REJECTED. 


COPY OF PART OF THE FEDERAL AMINISTRATIVE PROCEDURE ACT= ‘=< 


28 UsSCA.— SCC. /937 47 UeS.CoAsS€C41.— 60 Stat. 237, 1946-5 U.S.C.A. 

sec.1001 (1947)- JUDICIAL REVIEW - (2)right of Review. ANY PERSON SUFFERING LEGAL WRONG BECA USE OF 
ANY AGENCY ACTION OR ADVERSELY AFFECTED OR AGGRIEVED BY SUCH ACTION, WITHIN MEANING 
OF ANY RELEVANT STATUTE, SHALL BE. ENTITUED TO JUDICIAL REVIEW 


(bd) Form and Venue= = The form of procedure for judicial review shall be any specific 
statute review proceeding relevant to the subjectmatter in any court specified by the 
statute,or,ir absence of adequacy thereof any applicable form ot legal relief 
(including action for declaratory judgment-a writ of mandamus or prohibition orm andatory 
injunction or habe corpus)in any court of competent jurisdiction. The agency ac tion 

shall de sudject to judicial review in civil or criminal proceedings for judicial en 
FORCEMENT EXCEPT TO THE EXTENT THAT PRIOR, ADROUATE AND RICLORIYE OPPORTUNITY FOR S UCH 
REVIEW IS PROVIDED BY LAW. 

(¢) REVIEWABLE ACTS.- Every agency action made reviesble by statute and every final a gency 
action for which there is no other adequate remedy in any court: “shall be subject to jud- 
{clal review... ... 

(4d) INTERIM RELIEF Pending judicial review any agency is authorized where it finds t hat 
justice so requires,to postpone the effective date of any action taken by it-upon such con- 
ditions as may be required and to the extent necessary to prevent irreparaDle in jury; 
every reviewing court (including every court to which a case may be taken on app eal from or 
upon application for certiorari or other writ to a reviewing court)is authorized to 
issue all necessary and appropriate process to postpone the effective date of an y agency 
actionor to preserve status quo or rights pending conclusion of the review proc eedings. 

(e) SCOPE OF REVIEW-So far as necessary to decision when presented the revie ing co urt shall 
decide all relevant questions of law interpreting the Constitution and statutory pro= 
Visons and determine the meaning and applicability of the terms'of any agency a ction.It 
shall compell (A) agency action unlawfully withheld or unrdasonably delayed;(B) hold unlaw 


ful and set aside agency action findings and conclusions found! to be arbitrary ,capric- 
lous,an abuse of discretion or otherwise not in accordance with law(2) contrary to constite 
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utional right, 30 er or privilege or immunity (3) in excess of statutory jurisdictio n,author - 
ity or limitation or short of statutory right (4)without observance of procedure re quired 
by Law(S) unsupported by substantial evidence in any case sabject to the requirement o f 
section 6 or 8 cr otherwise reviewed en the record of agency hearing provided by stat ute 
and (6)unwarranted by the facts te the extent that the facts are subject to trial de novo 
dy the reviewing court. In making the foregoing determination the court shall review t he 
entire record or such portions thereof as may be cited by any party ....e-. 


COPY OF PLAINTIFF'S MOTION FOR LEAVE TO AMEND COMPLAINT 


( page J.) 


Comes now the plaintiffs and move the Honorable court for an order 
permitting plaintiffs to amend their complaint in order to adapt the id - 
entical facts of their cause of action of their complaint to sustain the 
jurisdiction of the court both over the persons and over the sub jectma tter 
involved in this suit. 


it is proposed to amend the complaint as follows-to wit 


First--To change the caption title of this suit from " Complaint to co mpell 
the Commissioner of Patents to issue a patent “to- - suit to obt ain 
by review of the administrativ decision of the United States Pa tent 
Office a Declaratory Judgment and/or further or other relief 

Second=- By striking from the present complaint paragraph! and substituting 
the following in lieu thereof 


-To the Honorable the Judges of the United States District Court 


THIS I8 A SUIT ARISING UNDER 5 0.8.C.4.60 STAT,JUNE 21,1946)4P PENDIX 
SECTIONS (e) ef Section 1009,against the defendant under the general equity jurisdiction 
of the court to judicially review the action of the defendant herein : THE CRedS SIGNER 


OF PATENTS,AS ADMINISTRATIVE ARM OF THE GOVERNMENT OF THE UNITED STATES, DIRECTED TOWARDS 
PREVENTION OF IRREPARABLE INJURY TO PLAINTIFFS FROM AN ORDER PROMULGATED BY SAID D EFEND—- 
ENT UNDER THE FACTS HEREINAFTER SET FORTH. IT 2S ALSO AN ACTION UNDER SUBSECTION ( bd) 

of the foregoing citation for a Declaratory Judgment settling the controversy bebreen 
the parties to this suit appertaining to issnance of a patent application filed ty the 
Plaintiffs herein Which is now pending before the defendant officially. 


Third= By striking from the complaint the last paragraph thereof,being the prayer for 
relief,and submitting the fol bwing, to wit- - - 


WHEREFORE YOUR PEITIONERS AND PLAINTIFFS HEREIN DEMAND:— 

(1)-a judicial review of the entire record made before the de ndantrespecting the 
issuance of a patent to plaintiffs on their invention and patent appli cation 
therefor pending before hin. 


(2; issuance of process of the court to postpone the effective dateof any fart- 
her action of the defendant that may defeat plaintiff's right to reci eve a 
patent,and or to preserve the status or rights of the plaintiffs pen ding con- 
clusion of the review proceedings. 

(3) &A declaratory Judgment settling the right of the defendant to 
‘validly impose the obligatien up 2n the plaintiffs to furnish 
to defendant a model of their in vention on penalty of being 
denied the right to receive a patent. 

































4 i 


a 


v 


v 








VAILABLE 


Brief for Appellee and Appendix 


United States Court of Appealg 


tates Court of Appeals 


For THE DISTRICT OF COLUMBIA CIRCUIT ~~: 


District of Columbia Cireuit 


7W 


5 1958 
Ss sok 4), Alera” 
TS 


CLERK 


Appeal No. 14,438 
JOSEPH P. GRADY and JOHN B. GRADY, APP 
v. 


ROBERT C. WATSON, COMMISSIONER OF PATENTS, 
APPELLEE 


Appeal from the United States District Court 
for the District of Columbia 


CLARENCE W. MOORE, 
Solicitor, United States Patent Office, 
Attorney for Appellee. 





STATEMENT OF QUESTION PRESENTED 


In the opinion of appellee, the question ioe 
by this appeal is: 


May an applicant for patent who belatedly com- 
mences a civil action to obtain a patent under 35 
U.S.C. 145, nevertheless maintain that action by rea- 
son of the judicial review provisions of Section 10 of 
the Administrative Procedure Act (5 U.S.C. 1009)? 
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United States Court of Appeals 


For THE DISTRICT OF COLUMBIA CIRCUIT 


Appeal No. 14,438 
JOSEPH P. GRADY and JOHN B. GRaDy, APPELLANTS 
Vv. 


ROBERT C. WATSON, COMMISSIONER OF PATENTS, 
APPELLEE 


Appeal from the United States District Court 
for the District of Columbia 


BRIEF FOR THE COMMISSIONER OF PATENTS 3 


INTRODUCTION 


This is an appeal from an Order (Appellants’ Ap- 
pendix, Addenda) of the United States District Court 
for the District of Columbia, (1) dismissing, upon a 
motion by appellee (Appellee’s Appendix, 1), a com- 
plaint (Appellants’ Appendix, Page One) in which 
appellants sought the entry of a judgment “directing” 
appellee, as Commissioner of Patents, “to issue a 
patent” to them; and (2) denying a motion by appel- 
lants for leave to amend their complaint. 


(1) 
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COUNTERSTATEMENT OF THE CASE 


All that is relevant to this appeal is set forth in 
the second paragraph of appellants’ “Statement of 
the Case.” To what is there stated, it may be added 
that the complaint, dated September 10, 1957, and 
filed September 12, 1957, purported to be brought 
under “Revised Statutes Section 4915” (Appellants’ 
Appendix, Page One, paragraph “1”); that the com- 
plaint recited that the Board of Appeals of the Patent 
Office “on May 23rd, 1957 * * * affirmed the decision 
of the Primary Examiner” which had “finally re- 
jected all claims” of appellants’ application for pat- 
ent, Serial No. 446,054, filed July 27, 1954 (Jbid., 
paragraphs “3”, “5”, and “6”); and that appellants 
in their motion for leave to amend their complaint 
undertook to assert jurisdiction in the District Court 
under Section 1009 of the Administrative Procedure 
Act, 5 U.S.C. 1010 (Appellants’ Appendix, Page 
Eight). 

STATUTE AND RULES INVOLVED 


85 U.S.C. 145 (1952). “Civil action to obtain 
patent.” 


An applicant dissatisfied with the decision of 
the Board of Appeals may, unless appeal has 
been taken to the United States Court of Cus- 
toms and Patent Appeals, have remedy by civil 
action against the Commissioner in the United 
States District Court for the District of Colum- 
bia if commenced within such time after such 
decision, not less than sixty days, as the Com- 
missioner appoints. The court may adjudge 
that such applicant is entitled to receive a patent 
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for his invention, as specified in any of his claims 
involved in the decision of the Board of Appeals, 

o> as the facts in the case may appear and such 
adjudication shall authorize the Commissioner to 
issue such patent on compliance with the require- 
ments of law. All the expenses of the prone 
ings shall be paid by the applicant. 


' Rule 304 of the “Rules of Practice of the United 
States Patent Office in Patent Cases,” 37 C.F-.R. 
1.304, 35 U.S.C.A., Appendix I, page 748, “Time for 
appeal or civil action,” as amended July 15, 1957, 
effective August 19, 1957 (22 Federal Register 
5770), with amendment indicated in italics. : 


“304. Time for appeal or civil action. The 
time for filing the notice and reasons of appeal 
to the U. S. Court of Customs and Patent Ap- 
peals (rule 302) or for commencing a civil action 
(rule 303) is sixty days from the date of the 
decision of the Board of Appeals or the Board of 
Patent Interferences. If a petition for rehearing 
or reconsideration is filed within thirty days 
after the date of the decision of the Board of 
> Appeals or Board of Patent Interferences, the 

time is extended to thirty days after action on 
the petition. No petition for rehearing or recon- 
sideration filed outside the time specified herein 
after such decision, nor any proceedings on such 
» petition shall operate to extend the period of 
sixty days hereinabove provided. The times 
specified herein are calendar days. If the last 
day of the time specified for appeal or commenc- 
ing a civil action falls on a Saturday, Sunday 
» or legal holiday, the time is extended to the next 
day which is neither a Saturday, Sunday nor 
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| aholiday. If a defeated party to an interference 
_ has taken an appeal to the U. S. Court of Cus- 
' toms and Patent Appeals and an adverse party 
has filed notice under 35 U.S.C. 141 that he 
elects to have all further proceedings conducted 
under 35 U.S. C. 146 (rule 303 (c)), the time 
_ for filing a civil action thereafter is specified in 
35 U.S. C. 141.” 


Rule 197 of the “Rules of Practice of the United 
States Patent Office in Patent Cases,” 37 C.F.R. 
1.197, 35 U.S.C.A., Appendix I, page 705, “Action 
following decision.” 


“197. Action following decision. After deci- 
sion by the Board of Appeals, the case shall be 
returned to the primary examiner, subject to the 
' applicant’s right of appeal or other review, for 
' such further action by the applicant or by the 
primary examiner, as the condition of the case 
- may require, to carry into effect the decision. 

“Any request or petition for rehearing or re- 
consideration, or modification of the decision, 
must be filed within thirty days of the date of 
the original decision, unless that decision is so 
modified as to become, in effect, a new decision, 
and the Board of Appeals so states. 

‘When an appeal is or stands dismissed, or 
when the time for appeal to the court or review 
by civil action (rule 304) has expired and no 
such appeal or civil action has been filed, pro- 
ceedings in the application are considered termi- 
nated as of the dismissal or expiration date ex- 
cept in those applications in which claims stand 
allowed or in which the nature of the decision 
requires further action by the Examiner. If an 
appeal to the court or a civil action has been 
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filed, proceedings in the application are similarly 
considered terminated when the appeal or civil 
action is terminated.” 


SUMMARY OF ARGUMENT 


1. Appellants’ complaint was belatedly filed. Un- 
der 35 U.S.C. 145 and Patent Office Rule 304 appel- 
lants should have filed their complaint within sixty 
days from the decision, dated May 23, 1957, of the - 
Board of Appeals on their application for patent. 
However, they did not file their complaint until Sep- 
tember 12, 1957. The District Court, accordingly, 
rightly dismissed appellants’ complaint on appellee’s s 
motion. 

2. The Administrative Procedure Act, upon which 
appellants sought to posit jurisdiction in their motion 
for leave to amend their complaint, does not afford 
relief equally with and alternative to 35 U.S.C. 145, 
and does not relieve appellants of their delay in bring- 
ing their civil action. The District Court, therefore, 
correctly denied appellants’ motion for leave to sane 
their complaint. 

3. Appellants’ application for patent is aoe 
in view of the provisions of Patent Office Rule 197, 
and it hence is not now open to consideration by the 
Patent Office or the courts. On this independent 
basis, appellee’s motion to dismiss appellants’ com- 
plaint correctly was granted, and appellants’ motion 
for leave to amend their complaint correctly was de- 
nied. | 
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ARGUMENT 


1. This civil action was commenced by the filing by 
appellants of their complaint on September 12, 1957. 
In that complaint, the civil action is alleged to arise 
“under Revised Statutes, Section 4915 (U.S.C.A., 
Title 30 (sic); Sec. 65 (sic)).” Section 4915 of the 
Revised Statutes, as amended, 35 U.S.C. 63 (1946), 
was repealed by the Act of July 19, 1952, c. 950, Sec- 
’ tion 5, 66 Stat. 815, and was replaced with respect to 
remedy by civil action to obtain a patent by 66 Stat. 
808, 35 U.S.C. 145 (1952). Said Section 145, as in 
force since January 1, 1953, provides that an appli- 
cant for patent dissatisfied with the decision of the 
Board of Appeals may have remedy by civil action 
against the Commissioner of Patents in the United 
States District Court for the District of Columbia, if 
commenced within such time after such decision, not 
less than, sixty days, as the Commissioner appoints. 

The time for commencing a civil action to obtain 
a patent has been appointed by the Commissioner in 
Rule 304 of the “Rules of Practice of the United 
States Patent Office in Patent Cases.” That rule re- 
cites, in all particulars relevant here, that the time 
for commencing a civil action is sixty days from the 
date of the decision of the Board of Appeals. 

Appellants are in the position of applicants for 
patent dissatisfied with the decision of the Board of 
Appeals refusing them a patent. “No appeal has been 
taken to the United States Court of Customs and 
Patent Appeals” (Appellants’ Appendix, Page One, 
paragraph “1”). However, appellants did not, as re- 
quired by the statute and rule, commence their civil 
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action within sixty days from the date of the deci- 
sion of the Board of Appeals. The Board of Appeals 
rendered its decision on May 23, 1957. Appellants’ 
complaint was filed on September 12, 1957. Since 
appellants did not timely and duly commence their 
civil action, the District Court was constrained to 
grant appellee’s motion to dismiss and to dismiss 
appellants’ complaint. Appellee’s motion to dismiss 
specifically questioned jurisdiction of the District 
Court over the parties and over the subject matter in- 
volved in the belatedly commenced civil action. | 

The District Court, it is submitted, could not have 
done otherwise than dismiss appellants’ complaint. 
Indeed, appellants did not directly oppose appellee’s 
motion to dismiss. Instead, appellant sought to 
amend their complaint and to predicate jurisdiction 
on Section 10 of the Administrative Procedure Act, 
5 U.S.C. 1009. 

2. Had appellants not belatedly filed their com- 
plaint, they plainly would have been entitled under 
35 U.S.C. 145 to have had the District Court review 
the decision of the Board of Appeals, dated May 23, 
1957, refusing them a patent on their application, 
and of the action of the Patent Office Examiner which 
that decision affirmed. Appellants should not be re- 
lieved of their delay, and still procure review of 
that decision and the underlying action of the Ex- 
aminer, by resort to the provisions of the Adminis- 
trative Procedure Act. The District Court evidently 
was of such view, for it denied appellants’ motion for 
leave to amend their complaint. 
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Section 10 of the Administrative Procedure Act (5 
U.S.C. 1009) refers in subsection (b) to the form and 
venue of action for judicial review. “The form of 
proceeding for judicial review,” that subsection re- 
cites, “shall be any special statutory review proceed- 
ing relevant to the subject matter in any court speci- 
fied by statute or, in the absence or inadequacy 
thereof, any applicable form of legal action (includ- 
ing actions for declaratory judgments or writs of pro- 
hibitory or mandatory injunction or habeas corpus) 
in any court of competent jurisdiction.” The alter- 
native provisions of this subsection are not available 
to appellants. There is present in 35 U.S.C. 145 a 
“special statutory review proceeding.” That special 
statutory review proceeding afforded appellants a 
wholly adequate basis for review by the District Court 
of ‘the decision of the Patent Office Board of Appeals 
of which appellants were aggrieved. 

With respect to subsection (b) of Section 10, it 
has been held that the “Administrative Procedure Act 
does not in any way modify the existing forms of 
proceedings to review final actions of administrative 
agencies, nor does it create any new remedies if an 
adequate remedy is in existence” United States ex rel. 
Lindenau et al. v. Watkins, District Director of Im- 
migration and Naturalization, 73 F. Supp. 216, re- 
versed, on other grounds, 164 F. 2d 457. In Richfield 
Oil Corp. v. United States et al., 207 F. 2d 864, the 
Court of Appeals for the Ninth Circuit said: 


“But if we were to assume that the complaint 
sets forth facts showing that appellant was en- 
titled to recover just compensation without re- 
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gard to any charter party or other agreement, 
appellant still had an adequate remedy in the 
Court of Claims, Title 28, §1491. Phelps v. 
United States, 274 U.S. 341, 47 S.Ct. 611, 71 
L.Ed. 1083. This being so, there is no remedy 
in respect to these disputes under the judicial 
review provisions of the Administrative Proced- 
ure Act for, even assuming that these disputes 
have something to do with agency action, it is 
not a case where ‘there is no other adequate rem- 
edy in any court’ within the language of § 10 (c) 
of the Act.” 


See also United States ex rel. De Lucia v. O'Donovan, 
82 F. Supp. 485, affirmed, 178 F. 2d 876. : 

The burden of appellants’ brief is that an injunc- 
tion should issue in appellants’ favor directing ap- 
pellee how to examine appellants’ application for 


patent. As has been stated, the recognition of injunc- 
tion as a form of proceeding in Section 10 of the 
Administrative Procedure Act, upon which appellants 
rely now to clothe the District Court with jurisdic- 
tion in view of the belatedness of their action under 
35 U.S.C. 145, is solely as an alternative to a “special 
statutory review proceeding.” Such an alternative, to 
repeat, does not here apply, since there is no question 
about the presence and entire adequacy of the “spe- 
cial statutory review proceeding” provided by 35 
U.S.C. 145. Every objection now pressed by appel- 
lants respecting the examination of their application 
for patent in the Patent Office would have been cog- 
nizable by the District Court, in the trial of their civil 
action, had only appellants seasonably commenced the 
civil action under 35 U.S.C. 145 and Rule 304. . 
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The District Court, it is submitted, correctly denied 
the motion of appellants for leave to amend their com- 
plaint. 

8. Reason exists, apart from the foregoing, for 
both granting appellee’s motion to dismiss and deny- 
ing appellants’ motion for leave to amend the com- 
plaint. This reason is that appellants’ application is 
no longer pending but stands abandoned, and it hence 
is not now open for consideration either in the Patent 
Office or the courts. Rule 197 of the “Rules of Prac- 
tice of the United States Patent Office in Patent 
Cases” recites that “when the time for appeal to the 
court or review by civil action (rule 304) has expired 
and no such appeal or civil action has been filed, pro- 
ceedings in the application are considered terminated 
as of the * * * expiration date except in those appli- 
cations in which claims stand allowed or in which the 
nature of the decision requires further action by the 
Examiner.” The exception does not apply here. As 
set forth by appellants in their complaint (Appel- 
lants’ Appendix, Page One, paragraphs “5” and “6”), 
all the claims of appellants’ application were finally 
rejected by the Examiner and that rejection was af- 
firmed by the Board of Appeals. No decision in which 
the rejection of all claims is affirmed requires further 
action by the Examiner. 
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CONCLUSION 


The District Court, it is submitted, was correct in 
granting appellee’s motion to dismiss and dismissing 
appellants’ complaint, and likewise was correct in 
denying appellants’ motion for leave to amend their 
complaint. Affirmance of the Order of the District 
Court in both respects, therefore, is requested. | 


Respectfully submitted, 


CLARENCE W. MOORE, 
Solicitor, United States Patent fice, 
Attorney for Appellee. 


AUGUST, 1958. 
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UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


CIVIL ACTION 
No. 2308-57 


JOSEPH P. GRADY and JOHN B. GRADY, PLAINTIFFS, . 
v. : 


ROBERT C. WATSON, Commissioner of Patents, 
DEFENDANT. 


Clarence W. Moore, Solicitor, 
United States Patent Office, 
Washington 25, D. C. 
Attorney for Defendant 


MOTION TO DISMISS 


Now comes the defendant, Robert C. Watson, Conie 
missioner of Patents, and moves to dismiss the com- 
plaint in the above-entitled civil action on the ground 
that the Court lacks jurisdiction over the parties and 
over the subject matter involved. 


An oral hearing is requested. 
Respectfully submitted, 


Solicitor, U. S. Patent Office, 
Attorney for Defendant, 
ROBERT C. WATSON, Commissioner of Patents. 


OCTOBER 25, 1957. 


Lf 0. 5 GOVERNMENT PRINTING OFFICE. 1958 476588 96214. 
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REPLY BRIEF FOR APPELLANTS 


INTRODUCTION 


APPELLANTS RAISE TWO IMPORTANT LEGAL POINTS IN SUPPORT OF 
THE JURISDICTION OF THE COURT BELOW - - - 


TeeThe patent subjectmatter of a contemplated civil action under 35 
U.$-C.1%5 is wholly colateral to the issue of constitutional pro- 
cedure and irreparably oppressive action raised by appellants, 


2-- Civil action review under 35 U.S.C, is wholly ineffectual to cause 
the general equity powers of the court below to be defeated or ob- 
literated as concems awarding injunctive relief and declaratory de- 
cree sought by appellants. 


ARGUMENT 
POINT FIRST 


The 60 day limitation imposed by 35 U.S.C 145 within which to file bill 
in equity to secure a patent is strictly and inherently confined to such 
special matters as are assigned exclusively to the Commissioner of Patent 
Office -the defendant herein- under Congressional patent enactments. Such a 
» roceeding was never intended by Congress under the Constitution to supplant 
any action which under common law procedure was made available to sultorsto 
secure redress against oppression necessitating extraordinary remedies orthe 
Tike, The Patent Office must set the machinery in motion for validly issuing 
patents on petitioners application therefor-; until this is done there is not 
any foundation for seeking or expecting issuance of a patent. Appellants seek 
injunctive action by the court below to set such patent machinery insotion to 
command the defendant to perform his alloted official function thereconcerning. 
In any other administrative agency not concerned with patents, similarly, things 
have to be done federally in order to enable those entitled thereto under Fed- 
eral enactments to secure certain benefits . Acts beyond the power of any ad- 
minstrative agency or arbitrarily done and which exact oppression are certain- 
ly unconstitutional and violate the due process clause of the Constitution. For 
such a predicament the main issue in a federal suit directed thereto posseses- 
acquires none of the characteristic ear-marks of a vital civil patent suit un- 
der 35 U.S.C. 145 upon which the defendant relies. The present suit does con- 
sistently fall under the provisions of the Federal Administrative Act of Pro- 
cedure, The legislators who enacted it had that in mind as witness the follow 
Ing :- 


The Report of the Senate Judiciary Comalttee,p. 27, Sec. 10(d) of this particular 
Act, authorizing courts of equity to postpone final action of an agency action 


2- 

under its reviewing power,, further directs said court to issue all necessary and 

appropriate process. in their report the lezislators said " it provides intermed- 
iate judicial relief for every~ogher situation in order to make judicially secur- 
ed review effective. The authority granted is equitable and should be used--used 
by both agencies and courts to prevent irreparable injury and afford parties an 
adequate judicial remedy. The Report of the Judiciary Committee of the House as- 

to the same matter,p. 43,is to the effect that the provision is a statutory ex- 

tension of rights pending judfcial review ,althgugh the reviewing court must or- 

der the extension ,or,to put the situation another way, statutes authorizing the 
agency action,are to be construed to extend rights pending judicial review, SO 

the exclusiveness of the administrative remedy is diminished so far as this sec- 

tion operates.‘ So thus,so far as is necessary ,it amends statutes cobferring,- 

authorizing exclsesive authority upon administrative agencies to take or to with- 
hold action. This provision confers full-aythority to courts to protect the re- 

view processes and purposes expressed in section 10 of this Act. . 


Both reports explain that this clause is designed to fit in with: the provision 
of Section 3(a) whereby agencies may hear appeals from the initial decisions of 
their subordinate officers-a measure to compel petitioners to exhaust first an 
appeal from such action of subordinates to higher authorities administratively, 
before seeking review. But the Federal Administrative Procedure Act makes this 
one important qualification: -IF AN AGENCY REQUIRES SUCH AN APPEAL BEFORE JUDIC~ 
IAL REVIEW ,THEN IT MUST PROVIDE ‘‘* THAT THE ACTION (OF THE SUBORDINATE) in the 


meantime SHALL BE INOPERATIVE. THIS IS DONE BECAUSE, y VIEW OF THIS COMMITTEE 
** THERE IS A FUNDAMENTAL INCONSISTENCY I. TO: 


ae eee CONTINUE TO DO 
exhausting of adminis INEFFECTIVE yk STRATI VE —S HAS BECOME 
AND WHILE IT REMAINS INEF: ; 


THE ADMINISTRATIVE PROCEDURE ACT provides "No process, requirement of a report, in- 
spection or other investigation act or demand shall be issued .made or enforced 
in ary manner for any purpose except as authorised by law." The Senate Committee 
saig this provision is " designed to preclude “Fishing expeditions"and investi- 
gations beyond the jurisdiction or authority of an agency. Peay 79th Con- 
gress, 2nd Sec. 227,410(1945) 


This inhibition is precisely what appellants contend governs the situation pres- 
ented by their bid for intervention of a Federal Equity court. The power to test 
this administrative excrescence is conferred by this Administrative Act of Pro- 
cedure whereby jurisdiction is by it conferred upon the court helow for purpo- 
ses of this precise nature. Therefore this remedy and procedure alone adequate- 
ly accord appellants redress to correct aiministrative delinquency. Page 2 ~re- 
ferring to Apellants Brief, emmerates various features of the present suit cal- 
culated to show total absence of technically valid patent issues and matters in- 
Viveng points of patent law such as are necessary to exist’ to uke @ proceced- 
ing came under and within the purview of 35 USO 
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This manner of review 1S INTENDED PARTICULARLY TO ESTABLISH PRECEDENTS OF CORRECT 
PATENT PROCEDURE AGREE ABLY TO APPROVED CONGRESSIQKAL ENACTMENTS, NOT THOSE RELAT- 
ING TO CONSTITUTIONAL ISSUES. THE ORDER WHICH APPELLANTS SEEK FROM THE LOWER TRi- 
BUNAL BY WAY OF RELIEF,1S NOT TO DIRECT THE DEFENDANT HOW TO CONDUCT THE OFFICIAL 
PATENT OFFICE BUT MERELY TO 8 E SI NW TO DO JUST THAT REGULARLY. 


In US. veMcLean,95 U.S.5 it was decided that courts cannot enforce 
rights depending for their existence upon a prior performance of an 
executive officer of certain duties which he failed to render. 


UNDER THE FEDERAL ADMINJSTRATIVE PROCEDURE ACT 1T 1S AVAILABLE TO APPELLANTS TO 
DIRECTLY DIVORCE THE IRRELEVENT OFFICE OF A CIVIL SUIT UNDER 35 U.S.C.135 “HOLLY 
FROM A CIVIL SUIT UNDER SUCH PROCEDURE ACT WHICH WAS DESIGNE_DLY ENACTED TO 3E- 
STOW UPON SUITORS THE FOLLOWING KIND: OF REDRESS,SET FORTH IN APPELLANTS INSTANT 
COMPLAINT: - where they are limited to:exactly 60 days time to file it after the 
rendition of the decision by the Patent Board of Appeals;where there is no Order 
suspension to proceed with setting in motion patent office machinery ,%efore the 
Appeal is disposed of; and WHERE THE PATENT OFFICE, THROUGH NO FAULT CF APPELLANTS 
DISABLED THEM RIGHT FROM THE START TO SEEK JUDICIAL REDRESS IN AN APPROPRIATELY, 
SIGNIFICANTLY VALID MANNER. 


In Braun v.Sauverman,19 Wallace 218 Yat the running of limitations to right 
of suing,may be suspended by causes not mentioned in the Statute itself, as 
for example,by the fact that the plaintiff without default of his ow, found 
himself: disabled by a superior power or capacity to proceed or to sue ina 
judicial court. 


A fitting precedent plainly establishing that strict. patent issues may be or in- 
a proper case may become colateral to the issue of oppression and irreparable in 
jury in a civil suit is- - 

MILLER V.WURLITZER 48 F.45upp.77Z. This.is a case where plaintiff asserted that 
inventions disclosed in confidsance to defendant by plaintiff have been so inter- 
mingled by defendant's: own invention that complete justice may not be done by an 
ordinary normal procedure in.the Patent Office under interference statutes,-also 
THAT DEFENDANTS THEMSELVES IN THE INTERFERENCE PROCEEDINGS TRIED TO PROLONG THE 
SAME TO PLAINTIFF'S DISADVANTAGE ,SECAUSE THE INVENTIONS INVOLVED ARE BASIC: ONES 
IN THEIR FIELD. THE COURT SAID THE EQUITABLE RELIEF STATED IN PLAINTIFF’S CAUSE 
OF ACTION ‘WAS AVAILABLE TO HIM AGAINST DEFENDANT’S CONTENTION THAT THE PLAINTIFF 
HAD AN ADEQUATE RENEDY IN THE PATENT OFFACE UNDER INTERFERENCE PROCEOURE PURSUANT 
TO % U.S.C145,Sec.52. The court said that the equitable. jurisdiction OF FEDERAL 
DISTRICT COURTS IS NOT CURTAILED BY PATENT STATUTES.—This brings us direct- 
ly to POINT 2 of this REPLY BRIEF. 


POINT 2 


If,as defendant contends,appellants have an adequate complete remedy in the courts 
under 35 U.S.C.145,1T DEPENDSON WHETHER SUCH A REMEDY EXISTED IN 1789,-IT DOES NOT 
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‘DEFEND UPON THE STATE OF THE LAM) AT THE TIME SUT IS BROUGHT FOR THEN THE CCN- 
STITUTION ORE. THE LINE OF DEMARCATION E ‘VEEN — AND EQUITABLE JURISDICTION. 
FEDERAL COURTS OF EMITS i EI TARW< REMEDIES FOR EQUITABLE RIGHTS 
SINCE THE GRGLND FOR EQUITY UURISCICTION OF 7 HE UNIT STATS COURTS, BEING FIXED 

BY {HE CONSTITUT CN, CAN NEITHER ie CATENDED Ch RESTRICTED 81 LEGISLATION.- - - - 
The Act of Congress of 1875 determining the Pe teh of the Cir- 
cuits Courts of the United States is substantially a reenactment of 
the Act of 1789-In re Schollenberger 96 U.S.369 


The Judiciary Act of 1789 itself,C20.Sec.16,1 Stat.82,28 U.S.C.A.Sec. 
384,declares that suits in equity shall not be sustained in courts of 
the United States in any action where a plain,adequate and complete 
remedy may be had at ltaw;this is merely affirmative of the approved 
general practice of courts of qouity and was not intended to cause 
narrowing of jurisdiction of such courts,and it depends what was a 
proper subject of equitable relief in céurts if equity in England-- 
the great reservoir from which we have extracted our principles in- 
volving rights and remedies. 

THE JUDICIARY ACT WAS NEVE? INTENDED TO DISTURS THAT JURISOICTION. 


aera | rn . . RGD A 
v - 


Bean v Smiua 2 red. asc 1 T% be eo Ne 


IF COURTS INTERPRET 35 USS Bas to contract Federal equity juris-- 
diction and power generaily then said Statute or part thereof in- 
terpreted so is fatally unconstitutional and -sid. This is entire- 


ly repugnant to every rule construing statutes. THUS: = 
tn Miller v. Scott 99 U.S$.25 it was decided that a construct- 


icon must be given to a statute which will not impair the op- 
efation of other laws which it is not reasonable to conjecture 
that the legislature intended to repeal. 


In Sritish-American v Board of € qualization 229 Y.$.159 it was deciaed that 
special and gereral statutes relating to the same subject should be regarded 
and .rcated as one iaw so far as this reasonably can be done. 

in Beck v Cummings 296 US, 74 it was decided that in determining nature of 

a feues, Given wy an Act df Congress, it must be presumed that the legislature 
intended the law not to work an injustice. 

in U.S. v City Rational Bank ,31 F.Supp. 530 that it is to be presumed that the 
legislature -Congress intended that it be constitutionally sufficient (this re- 
fers to a statute.) 


Emptyees Corporation v Bryant 299 U.$.374 it was declared that abrogation 


> 


of one remedy does not affect another. . 
In Ranson v Williams 159 U.S.363:Brow v Barry 3 U.S.365 it was decided that a 
statute in derogation of the common jaw will be strictly construed. 


CONCLUDING REMARKS OF THE APPELLANTS - -- = 


JURISDICTION IS THE FAXER TO INQUIRE INTO FACTS AND TO APPLY THE LAW 


TO HEAR AND DETERMINE A CAUSE. THE FIRST QUESTION IS:WHAT ARE 
THE FACTS? A VERY !MPORTANT GROUND FOR THE PRESENT APPEAL HAS 


TO DO,AS STATED iN APPELLANTS RECORD ON APPEAL,WITH THE FACT 
THAT NEITHER THE DEFENDANT NOR THE COURT BELOW CONSIDERED THE 
FACTS SET FORTH IN THE COMPLAINT AS A BASIS FOR SECURING RIGHT 
TO APPELLANTS OF INJUNCTIVE RELIEF BEFORE, THE LOWER COURT. UN- 
DERSTANDING, IN THIS WAY,1S NOT TO BE HAD OF THE REAL NATURE OF 
THE INSTANT SUIT. DEFENDANT'S BRIEF 1S SILENT CONCERNING THIS. 


IN VIEW OF THE FOREGOING RESPONSIBILITY FOR THE PROTRACTED AND 
DELAYING PROCEEDING IN VALIDLY Di SPOSING OF APPELLANT'S PATENT 


APPLICATION ATTACHES WHOLLY TG THE DEFENDANT HEREIN.HAD OEFEND- 
ANT, IN THE FIRST INSTANCE NOT ABANDONED THe SAID PATENT APPLIC- 


ATION OF THE APPELLANTS,OR HAD HE SEEN TO IT THAT THE PROCEED- 
INGS BEFORE HIM WERE NOT SUSPENDED WHILE APPEAL BEFORE THE PAT- 
FNT BWARD OF APPEALS WAS PENDING;AND HAD HE NOT HIMSELF ACTUAL- 
LY ABANDONED SAID APPLICATION INVITING SAID APPEAL. THEN PURELY 
TECHNICAL PATENT INCIDENTS OF THE SITUATION WOULD CREATE A NON- 
BELATED CASE NOT GIVING RISE TO OPPRESSION,CONFISCATION AND IR- 
REPARABLE INJURY TO APPELLANTS. BUT AS THE FACTS OF THE CASE AT 
BAR CLEARLY DEMONSTRATE THE APPELLATE COURT 1S GIVEN A NEW LEG- 


AL QUESTION TO GECIDE :"THAT TRE CONSEQUENCES OF THD FAILURE OF 
. AN ADMIWTSTRATIVE AGENCY TO PERFORM HIS PRESCRISED DUTY ASSIGNED HIM BY CONGRESS AND CwwS- 
1HG OPPRESSION AND ERREPARASLE INJURY TO APPELLANTS DID OR DID NOT CONSTITUTE A SPECIAL 
CASE PECULIARTCY COGNI ZABLE FOR ADEQUATE ~XO COMPLETE RELIEF,NOT IN THE CLYIL ACTION WHICH 
1S CONTEMPLATED BY CONGRESS IN AND BY 35 USC 145,BUT FULLY AND VALIDLY BY A SUIT BROUGHT 
UNDER THE PROVISIONS OF THE FEDERAL ADMINUSTRATIVE PROCEDURE ACT. 


IW LERRY ¥. NEW YORK LIFE. INSURANCE CO. 326 U.S. 628 IT WAS DECLARED BY THE COURT -IN DE- 
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TERMSNING EXISTENCE OF ADEQUATE REMEDY WHICH WILL DEPRIVE A FEDERAL COURT OF JURISDICTION 
IN AN EQUITY SUIT, THE ISSUE 1S NOT ONE STRICTLY OF JURISDICTION ,B8UT QNE OF THE NEED AND 
PROPRIETY OF EQUITASLE RELIEF RESULTING FROM SPECIAL CIRCUMSTANCES, PECULIARITI ES OF PRO- 


CEDURE WHICH MIGHT IMPAIR THE ADEQUACY WO SUFFICIENCY UNDER THE LAW To PRESERVE RIGHTS, 


Submitted by 
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QUESTIONS PRESENTED 


1. Will Court intervene to control the private admin- 
istration of the affairs of an incorporated Club without 
a clear showing of violation of its Constitution and By- 
Laws? 


2. Can Club waive provision of its By-Laws which is 
obviously for the protection of the Club? 


3. Can Appellee Club accept a resignation from mem- 
bership—left on file by a member—for cause satisfactory 
to the Club without preferring charges and providing a 
hearing? ' 
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United States Court of Appeals 


FOR THE DISTRICT OF COLUMBIA CIRCUIT 


No. 14,338 


S. J. ANGLAND, 
Appellant 
v. 


JoHN Dos, Er aL, and UNIversITy CLUB, 
Appellees 


Appeal From an Order Of the District Court Of the 
United States For the District of Columbia 


BRIEF FOR APPELLEES 


STATEMENT OF THE CASE 


This case comes before the Court as an appeal from 
Order, by the United States District Court for the Dis- 
trict of Columbia, granting Summary Judgment in favor 
of defendant, (Appellee) The University Club of this 
City of Washington, against plaintiff, (Appellant) Ste- 
phen J. Angland. 


Plaintiff below, Appellant, filed a complaint which is 
set forth entirely in Appellant’s Brief and Appendix 
(App. 1-7) and will not be repeated here. It is a prolix 
and involved document. The crux of this complaint is 
simply and solely that defendant below, Appellee Club, 
accepted Appellant’s resignation from the elub member- 
ship without giving Appellant a hearing on the complaints 
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concerning his conduct which motivated the Club officers 
to such action and that such acceptance of the resignation 
violated the By-Laws and -Rules of the Club and should, 
therefore, be set aside by the Court. Everything else in 
the complex complaint took on the character of scurrilous 
and denunciatory allegations against unnamed and un- 
identified individual persons. 


The By-Laws of the Club, Appellee, relied upon by Ap- 
pellant is quoted in its entirety in Appellant’s Appendix 
(Complaint, paragraph 15, App., 4, 5). 


Appellee’s Motion for Summary Judgment was ac- 
companied by affidavit by the then President of the Club, 
Arthur L. Winn, Jr., setting forth precisely the circum- 
stances under which the Appellant’s resignation was exe- 
euted and filed with the Club officers; the exact language 
of the resignation; the precise circumstances of complaints 
about Appellant’s conduct in November, 1954 and accept- 
ance of the resignation in December, 1954. 


Appellant filed a counter Motion for Summary Judg- 
ment and therein repeated much of the denunciation of 
his complaint and denied categorically most of the com- 
plaints which had been made against him to the officers 
of the Club. 


This brought the Trial Court to the questions involved 
in this appeal. 


STATEMENT OF POINTS 


1. Will the Courts generally interfere with the internal 
management of such an incorporated Club? 


2. Under the circumstances should the By-Law be con- 
sidered for the protection of the Club, and, not a trans- 
eressing member, and could the Club officers waive said 
By-Law if in their judgment for the best interest of the 
Club. 
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3. Was it incumbent upon the Club to give Appellee 
a hearing before accepting the resignation in view of 
the circumstances under which the resignation was filed 
to avoid expulsion and received with a warning in writ- 
ing to Appellee that it would “be held on file for accept- 
ance in the event of any repetition”? (Affidavit, Arthur 
L. Winn, Jr., President of Club, Appellee’s Appendix, 
ID, A 


SUMMARY OF ARGUMENT 


Appellant cannot complain that the Club waived a By- 
Law, the object of which is to protect the Club and not 
the member. Nor is Appellant entitled to judicial review 
of the matter of internal management of the Club, such 
as, the acceptance of the resignation herein. 


ARGUMENT 


The Order of the Trial Court granting Summary Judg- 
ment in favor of Appellee against Appellant is correct 
as a matter of law and should be sustained. 


Appellant, a member of the Appellee Club, was from 
time to time over a period of several years, the subject 
of complaints by other members of the Club, because of 
repeated offenses against good conduct and gentlemanly 
decorum and behavior. He had been summoned to ap- 
pear before the Club Executive Committee, advised of 
the numerous complaints, warned that such behavior 
would lead to expulsion, and, on one occasion had been 
suspended, November, 1948 (App. Ap. 10) 


In December, 1950, Appellant was again the subject of 
criticism and complaint. He wrote and submitted an 
apology. He was required again to appear before the 
Executive Committee and to avoid formal charges and 
likely expulsion, he voluntarily wrote and filed a resigna- 
tion from membership in the Club (App. 10). The resig- 
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nation and explanation of the circumstances thereof was 
presented to the Board of Governors of the Club. The 
Board caused Appellant to be severely reprimanded and 
advised him in writing that his resignation would “be 
held on file for acceptance in the event of any repetition”. 
(App. 10-11) 


In November, 1954, serious complaints were again 
lodged against Appellant. Acting upon recommendation 
of the Executive Committee, the Board made effective and 
accepted Appellant’s resignation which was on file as 
above recited. Appellant was notified. (App. 12). 


The By-Laws of the Club provide: 


“No resignation shall be accepted until all current 
dues and indebtedness to the Club shall have been 
discharged by the resigning member.” 

All of the aforesaid circumstances were before the 
Court in sworn affidavit by the President of the Club, 
and indeed were not contradicted nor denied by Appel- 
lant. He merely insisted that, (1). the resignation could 
not be accepted, because he owed the Club some indebted- 
ness; (2). he had not been permitted to confront his ac- 
cusers at something in the manner of a formal hearing. 


The Court ruled, that a hearing is not required in con- 
nection with acceptance of a resignation; that Appellant 
was estopped from challenging acceptance of his resig- 
nation because he was in arrears in dues; that the Court 
will not interfere with the internal management of a 
Club unless it is clear that some legal right of complaint 
has been violated. 


In other words, the Court held that the Club By-Laws 
in question were for the benefit of the Club and could be 
waived by the officers if in their judgment it was for the 
best interest of the Club; that acceptance of Appellant’s 
resignation was a matter between the Club and its mem- 
ber and not at all in the same category as perhaps a pro- 
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ceeding for expulsion; that the entire circumstances con- 
stituted internal management of the Club affairs and 
relationship between the Club and a member; that there 
was no apparent violation of any legal right of Appel- 
lant. 


Therefore, the Court rightfully applied the general well 
established rule that Courts will not interfere with the 
processes of a private club, but will leave matters be- 
tween such institution and its members to be resolved 
and disposed of by their own By-Laws, rules and pre- 
cepts. 


Appellant contends that the custom of the Club de- 
erees that his resignation would die two years after sub- 
mission. Custom is clearly a matter of the internal man- 
agement of the Club and excluded from review by the 
Courts. Avin v. Verta, 106 At. 2d. 145, wherein the Court 
stated, at page 147: 


“.. Courts ordinarily will not interfere with the 
management and internal affairs of a voluntary asso- 
ciation. Fish v. Huddell, 60 App. D. C. 263, 51 F.2d. 
319; Green v. Obergfell, 73 App., D. C. 298, 121 F. 
2d. 46, 138 A.L.R. 258, Certiorari denied, 314 U. S. 
637, 62 S. Ct. 72, 86 L. Ed. 511. Apparently Appel- 
lant wishes the Court to pass upon the past, present 
and future policies of the Club. These are matters 
for determination by the Club membership and not 
by the Court.” 


In the Green case, cited by the Court above, this Court 
stated that: 


“Tt is a well recognized principle in the law of such 
voluntary associations that there shall be no judicial 
interference with intra-association affairs or deter- 
minations in the absence of special circumstances 
showing injustice or illegal action.” (Citing the Fish 
Case, also cited, supra, by the Court in Avin v. 
Verta.) 





6 
CONCLUSION 


Wherefore, it is urged that the judgment of the Court 
below should be affirmed. 


Respectfully Submitted, 


H. Mason WeEtcH 

J. Harry WELCH 

J. JOSEPH BaARSE 

ArtHur V. BUTLER 

Wa rer J. Murpxy, JR. 
Attorneys for Appellee 
505 Investment Building 
Washington, D. C. 
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